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Dear Sirs

Lovells LLP Comments to ICANN on the New gTLD Third Draft Applicant Guidebook
Introduction

Following publication by ICANN of a third Draft Applicant Guidebook on 4 October 2009 and the 36th ICANN Meeting in Seoul, Lovells LLP would like to make the following comments on the revised new gTLD proposal.  Lovells LLP is an international law firm with over 1800 legal staff worldwide and acts for numerous brand owners and Internet players.

Whilst we acknowledge that the third Draft Applicant Guidebook (“DAG v.3”) is a more complete document than its predecessors and several areas of ambiguity in the proposed application process have been revised and clarified, we consider that a number of important issues are outstanding and we would like to reiterate some of the comments and recommendations submitted to ICANN by Lovells LLP on 15 December 2008 and on 13 April 2009 in relation to the first and second versions of Draft Applicant Guidebook as well as submit the following suggestions.

1. Introduction to the application process
Having considered the new draft carefully we have noticed a number of elements for which we believe that the efforts made by ICANN and all those involved deserve to be applauded.  For instance the introduction of new eligibility requirements in relation to past conduct in bad faith of applicants is clearly a step in the right direction, although ICANN needs to ensure that its vetting process is sufficiently robust to get to the real people or entity behind an applicant if need be.

There is a clear need to address malicious conduct in the DNS and the introduction of new measures to prevent or mitigate potential for malicious conduct including a proposal to create high-security zones shows that ICANN has given considerable thought to the comments made in that respect.  With the potential increase in new gTLDs this is a priority subject.

Lovells also welcomes ICANN's initiative to replace with the term "standard" the previous  terminology of "open" for applications not designated as community-based, as this is a better reflection of what this type of applications would allow (e.g. in terms of registration restrictions).  

We are still of the view that the application fee is too high as it could result in a discrimination against new gTLD initiatives launched by certain categories of applicants such as charitable organisations or a '.brand' application restricted to employees of a company.  We believe that such entities should be eligible for a lower fee than that currently suggested. 

It still seems unclear whether brand owners could qualify to file a community-based application and whether a corporation could be considered to represent a community consisting of a restricted population such as its customers or employees.  In relation to this, Lovells re-iterates that the creation of a third category of applications for brand owners, as explained further in previous comments submitted by Lovells to ICANN, would be beneficial. 

Importantly, we would also like to see measures taken prior to the launch of new gTLDs to deal with the increased use of proxy and privacy registrations which is significant in the existing domain name space, as identified by ICANN’s recent “Study on the Prevalence of Domain Names Registered Using a Privacy or Proxy Service among the Top 5 gTLDs” of 28 September 2009.

Whilst it is clear that there can and is justifiable reasons for using a privacy or proxy service, their use by bad actors for unlawful purposes is becoming more and more prevalent and significantly hinders the identification of those bad actors and thus the prevention of intellectual property abuse, phishing and fraud.  If this issue is not dealt with appropriately prior to the launch of new gTLDs the scale of use for unlawful purposes could spiral out of control.  

2. Evaluation procedures
Whilst acknowledging some degree of clarification in DAG v.3 (e.g. the Separable Country Names List), Lovells still considers that the scope of the definition of geographical names is rather uncertain and potentially very broad-ranging.  We believe that ICANN should endeavour to achieve a higher degree of certainty in respect of geographical names and recommend that an exhaustive list of such names be established in order to ensure that prospective applicants have enough visibility when applying to operate a new gTLD.  

A similar process was implemented by the European Registry of Internet Domain Names (EURid) for the launch of the .EU extension and we would recommend that ICANN considers this in the context of new gTLDs.

Lovells welcomes the changes and clarification made in relation to the Registry Services Review.

3. The need for stricter enforcement of contractual obligations of new gTLD operators

We would like to reiterate our previous comments on this particular issue as it is crucial that a particular emphasis be placed on new gTLD operators to carry out verification of a domain name applicant's eligibility meticulously and to sanction any failure to act accordingly.  The practice of recently launched sTLDs "opening up" to bring in more registrations and thus business is objectionable in our opinion and detrimental to the integrity and the credibility of the Domain Name System (DNS).  Therefore we would like to see further consideration of this issue by ICANN. 

4. Rights Protection Mechanisms
The recognition on the part of ICANN that trade mark holders must have some form of suitable rights protection within the new gTLD program is reflected in the third version of the Draft Applicant Guidebook, with the inclusion of the Trade Mark Post-Delegation Dispute Resolution Policy (PDDRP), as proposed by both the ICANN Implementation Recommendation Team (IRT) and the World Intellectual Property Organisation (WIPO).

Lovells considers that while its inclusion is encouraging news for brand owners, a number of the provisions of the Draft Applicant Guidebook do not reflect the suggestions of the IRT or WIPO which we believe are necessary to ensure that an appropriate balance is struck to ensure a satisfactory level of protection for brand owners. 

Firstly, the suggested version of the PDDRP does not take into consideration several recommendations of the IRT.  We believe that it is essential to have a preliminary review of the complaint by ICANN prior to submission of the complaint to the dispute resolution provider.  It was a finding of the IRT that “the obligation for addressing post-delegation disputes between ICANN and the contracted registry properly rests with ICANN”.  Concerning the grounds which a complainant could rely upon in order to initiate and succeed in a PDDRP, we believe that those suggested by the IRT report would tackle potential bad faith practices on the part of registries more efficiently. The PDDRP as proposed by the IRT is a potentially powerful tool against a Registry Operator that is misbehaving.  As such it needs to have apppropriate mechanisms to counter and seek to prevent abusive filings by overzealous trademark owners, the IRT went to great lengths to ensure such mechanisms were in place.  Examples include pre-paid fees set at an amount to cover the provider's cost as well as the Registry Operator's cost should the Registry Operator prevail. In addition, if a Panel finds that the complaint was “without merit” the complainant would be further penalised – the clear aim of this was to seek to avoid spurrious claims against Registry Operators.   Given the importance of any Panel decision and potential impact on the business of the Registry Operator we would also suggest that three member Panel’s are obligatory.

Secondly, no explicit mention is made of the various Rights Protection Mechanisms (RPMs) proposed by the IRT to protect against trade mark infringement in the new gTLD domain name space, namely the Trade Mark Clearinghouse and the Uniform Rapid Suspension System (URS).

The current wording proposed by ICANN Staff for consideration by the GNSO and for potential inclusion in a future Draft Applicant Guidebook and the new gTLD Registry Agreement suggests that the Trade Mark Clearinghouse and the URS proposed by the IRT would not be mandatory for new gTLD registry operators but rather a matter of best practice.  Lovells would strongly recommend that such mechanisms be made compulsory as the issue at stake is fundamental.  There does not seem to be any justification for leaving it to each registry operator's discretion to adhere to such mechanisms.  The result of it being best practice only could allow bad actor registries to avoid implementing these proposals, which are specifically designed to tackle the bad actor registries, and as such could put implementing registries at a competitive disadvantage.

We feel that the GPM List should be reconsidered, given that it was the most requested solution in previous comments to previous versions of the Draft Applicant Guidebook with a view to avoiding thousands of defensive registrations, unnecessary court proceedings, UDRP proceedings and URS cases.

The problem with commenting on RPMs in this Draft Applicant Guidebook is that most of the IRT recommendations are excluded and instead are currently under discussion within the GNSO council.  Since this process is ongoing and will not complete until after the 22 November 2009 comment period on the third version of the Draft Applicant Guidebook we are not in a position to comment fully which is unfortunate.  We welcome the opportunity to comment further after the GNSO process has concluded.

Conclusion

Further progress has been made as a result of the third Draft Applicant Guidebook and the dialogue instigated between ICANN and the community has so far been productive.  Therefore, we hope that the next version of the Draft Applicant Guidebook will include the IRT recommendations, as these are balanced solutions to difficult issues, and were designed as such.  They were a compromise not a negotiating position.  Many of our clients have indicated that they would like to see stronger RPMs in place than that proposed by the IRT.

If new gTLDs are to be introduced, suitable RPMs must be a mandatory precondition and integral part of any new gTLD launch and measures need to be taken before the launch of new gTLDs to deal with the current and significantly increased use of proxy and privacy registrations in the existing domain name space, hindering the identification of bad actors and thus the prevention of intellectual property abuse, phishing and fraud against consumers. 

Further dialogue between ICANN and the community is needed and will provide companies and organisations with a clearer vision of the new gTLD initiative so as to reinforce its public credibility and appeal. 

The goal of us all is for technically feasible, fair and affordable solutions applicable globally to allow new gTLDs to flourish, not turn into havens for consumer abuse. 

Yours faithfully,
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David Taylor

Partner, Intellectual Property, Media and Technology and head of Lovells Domain Name Law Practice.
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