Comments of the Registries Stakeholder Group
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July 21, 2010
The Registries Stakeholder Group of the GNSO (RySG) is pleased to provide these comments on the Post Delegation Dispute Resolution Process as well as the Uniform Rapid Suspension process as reflected in Version 4 of the Draft Applicant Guidebook for new Generic Top-level Domains (DAG4).  There is consensus support from the RySG for the work-in-progress of this document as well as the nature of the substance of the material contained.  The RySG will inform ICANN staff upon completion of its formal vote.
In addition, the RySG would like to note that many, if not all, of these issues would be appropriate to discuss and address with the same legal working group that was used to address the other PDDRP issues and Amendments to the New gTLD Registry Agreement.

Note: Comments regarding other sections of the DAG4 will be submitted under separate cover.
I. TRADEMARK POST-DELEGATION DISPUTE RESOLUTION PROCEDURE (TRADEMARK PDDRP) 
The RySG’s comments are presented as redlines and embedded comments in excerpts from the PDDRP.  Overall, the RySG is satisfied with the work that has gone on with respect to the PDDRP by ICANN staff and the legal working group comprised of ICANN’s General Counsel’s office, outside counsel and legal representatives from the existing registry operators and other members of the community.  
The RySG also incorporates the comments made by Jeff Neuman during the public forum in Brussels on his statement regarding the PDDRP.  See:  http://brussels38.icann.org/node/12532 (Public Forum Transcript).  Namely:

Jeff Neuman:  I wanted to take this opportunity to repeat a message I gave to the board at the registry lunch on Tuesday.

Although it took a long time to get to this point, I wanted to express my gratitude and appreciation to the ICANN staff, particularly ICANN's general counsel's office, in establishing a legal working group to address the issues of amending the registry agreements and the post-delegation dispute resolution policy.

"We believe this group worked extremely well together and serves as a

model for future work to be done of a similar nature."

My second comment relates to a number of statements made by the World Intellectual Property Organization this week including statements to the GAC.  "Please do not be fooled by their comments to the post-

delegation dispute resolution process.  WIPO's proposed amendments to the PDDRP related to willful blindness are not only contrary to the

well-established laws of the jurisdictions that have addressed this

issue including the United States and even here in Belgium but are

also an expansion of international law.

"Just as we have heard from the GAC on the issue of morality and

public order, it is not the job of ICANN to create new international

law.

ICANN staff recognized this in the last version of the guidebook with

respect to the post-delegation dispute resolution process, and this

must remain unchanged."

And had I had a chance, I would have made these statements in front of

the GAC.  But, unfortunately, they do not allow rebuttals after WIPO

gives their presentation.  Thank you.
6.
Standards

· Top Level: 

A complainant must assert and prove, by clear and convincing evidence, that  

the registry operator’s affirmative conduct in its operation or use of its gTLD string that is identical or confusingly similar to the complainant’s mark, causes or materially contributes to the gTLD doing one of the following:  

(a) taking unfair advantage of the distinctive character or the reputation of the complainant's mark; or  
(b) unjustifiably impairing the distinctive character or the reputation of the complainant's mark; or 
(c) creating an impermissible likelihood of confusion with the complainant's mark. 
An example of infringement at the top-level is where a TLD string is identical to a trademark and then the registry operator holds itself out as the beneficiary of the mark.   

· Second Level 
A complainant is required to prove, by clear and convincing evidence that, through the registry operator’s affirmative conduct: 

(a) there is a substantial pattern or practice of specific bad faith intent by the registry operator to profit from the sale of trademark infringing domain names; and  
(b) the registry operator’s bad faith intent to profit from the systematic registration of domain names within the gTLD that are identical or confusingly similar to the complainant’s mark, which:
(i) takes unfair advantage of the distinctive character or the reputation of the complainant's mark; or  

(ii) unjustifiably impairs the distinctive character or the reputation of the complainant's mark, or 
 


(iii) creates an impermissible likelihood of confusion with the complainant's mark.   

(c) in fact infringes the trademark of the complainant
.
In other words, it is not sufficient to show that the registry operator is on notice of possible trademark infringement through registrations in the gTLD.  The registry operator is not liable under the PDDRP solely because: (i) infringing names are in its registry; or (ii) the registry operator knows that infringing names are in its registry; or (iii) the registry operator did not monitor the registrations within its registry. Nothing in the PDDRP shall be interpreted to create any claim against a registry operator that would not exist under internationally recognized standards of trademark law.  

A registry operator is not liable under the PDDRP for any domain name registration that: (i) is registered by a person or entity that is unaffiliated with the registry operator; (ii) is registered without the direct or indirect encouragement, inducement, initiation or direction of any person or entity affiliated with the registry operator; and (iii) provides no direct or indirect benefit to the registry operator other than the typical fees for registry services
. 

An example of infringement at the second level is where a registry operator has a pattern or practice of actively and systematically encouraging registrants to register second level domain names and to take unfair advantage of the trademark to the extent and degree that bad faith is apparent.  Another example of infringement at the second level is where a registry operator has a pattern or practice of acting as the registrant or beneficial user of infringing registrations, to monetize and profit in bad faith. 
7. 
Complaint 
· Filing: 
The Complaint will be filed electronically.  Once the Administrative Review has been completed and the Provider deems the Complaint be in compliance, the Provider will electronically serve the Complaint and serve a paper notice on the registry operator that is the subject of the Complaint (“Notice of Complaint”) consistent with the contact information listed in the Registry Agreement. 

· Content: 

· The name and contact information, including address, phone, and email address, of the Complainant, and, to the best of Complainant’s knowledge, the name and address of the current owner of the registration. 

· The name and contact information, including address, phone, and email address of any person authorized to act on behalf of Complainant. 
· A statement of the nature of the dispute, which should include: 
· The particular legal rights claim being asserted, the marks that form the basis for the dispute and a short and plain statement of the basis upon which the Complaint is being filed.   

· A detailed explanation of how the Complainant’s claim meets the requirement for filing a claim pursuant to that particular ground or standard.
· A detailed explanation of the validity of the Complaint and why the Complainant is entitled to relief. 
· A statement that the Complainant has at least 30 days prior to filing the Complaint notified the registry operator in writing of:  (i) its specific concerns and specific conduct it believes is resulting in infringement of Complainant’s trademarks and (ii) it willingness to meet to resolve the issue. 
· An explanation of how the mark is used by the Complainant (including the type of goods/services, period and territory of use – including all on-line usage) or otherwise protected by statute, treaty or has been validated by a court or the Clearinghouse. 
· Copies of any documents that the Complainant considers to evidence its basis for relief, including web sites and domain name registrations. 

· A statement that the proceedings are not being brought for any improper purpose. 

· A statement regarding the actual economic and other harms the registrations have caused to the trademark owner.

· Complaints will be limited 5,000 words and 20 pages, excluding attachments, unless the Provider determines that additional material is necessary.   
· At the same time the Complaint is filed, the Complainant will pay a non-refundable filing fee in the amount set in accordance with the applicable Provider rules.  In the event that the filing fee is not paid within 10 days of the receipt of the Complaint by the Provider, the Complaint will be dismissed without prejudice.

*************************************************

9. 
Threshold Review 

· Provider shall establish a Threshold Review Panel for each proceeding within five (5) business days after completion of Administrative Review and the Complaint has been deemed compliant with procedural rules. 
· The Threshold Review Panel shall be tasked with determining whether the Complainant satisfies the following criteria: 
1. The Complainant is a holder of a mark: (i) issued by a jurisdiction that conducts a substantive examination of trademark applications prior to registration; or (ii) that has been court- or Trademark Clearinghouse-validated; or (iii) that is expressly protected
 by a statute or treaty currently in effect and that was in effect on or before 26 June 2008;  
2. The Complainant has asserted that it has been materially harmed as a result of trademark infringement; 
3. The Complainant has asserted facts with sufficient specificity that, if everything the Complainant asserted is true, states a claim under the Top Level Standards herein  

OR 

The Complainant has asserted facts with sufficient specificity that, if everything the Complainant asserted is true, states a claim under the Second Level Standards herein; 
4. The Complainant has asserted that:  (i) at least 30 days prior to filing the Complaint the Complainant notified the registry operator in writing of its specific concerns and specific conduct it believes is resulting in infringement of Complainant’s trademarks, and it willingness to meet to resolve the issue; (ii) whether the registry operator responded to the Complainant’s notice of specific concerns; and (iii) if the registry operator did respond, that the Complainant attempted to engage in good faith discussions to resolve the issue prior to initiating the PDDRP. 

5. The Complainant has asserted that there is no current or previous PDDRP for the same asserted facts.

· Within ten (10) business days of date Provider served Notice of Complaint, the registry operator shall have the opportunity, but is not required, to submit papers to support its position as to the Complainant’s standing at the Threshold Review stage.  If the registry operator chooses to file such papers, it must pay a filing fee.  
· If the registry operator submits papers, the Complainant shall have ten (10) business days to submit an opposition. 
· The Threshold Review Panel shall have ten (10) business days from due date of Complainant’s opposition or the due date of the registry operator’s papers if none were filed, to issue Threshold Determination. 
· Provider shall electronically serve the Threshold Determination on all parties. 

· If the Complainant has not satisfied the Threshold Review criteria, the Provider will dismiss the proceedings on the grounds that the Complainant lacks standing.

· If the Threshold Review Panel determines that the Complainant has standing and satisfied the criteria then the Provider to will commence the proceedings on the merits 

10. 
Response to the Complaint 
· The registry operator may file a Response to each Complaint.  The Response will be filed within forty-five (45) days of after the date of the Threshold Review Panel Declaration. 

· The Response will comply with the rules for filing of a Complaint and will contain the name and contact information for the registry operator, as well as a point-by-point response to the statements made in the Complaint.  

· The Response should be filed with the Provider and the Provider should serve it upon the Complainant in electronic form with a hard-copy notice that it has been served.   

· Service of the Response will be deemed effective, and the time will start to run for a Reply, upon confirmation that the electronic Response and hard-copy notice of the Response was sent by the Provider to the addresses provided by the Complainant. 

· 

· If the registry operator believes the Complaint is without merit, it will affirmatively plead in its Response the specific grounds for the claim.   

*************************************** 

12. 
Failure to Respond 

· 
· Limited rights to set aside the finding of the Failure to Respond will be established by the Provider, but in no event will they be permitted absent a showing of good cause to set aside the finding of the Failure to Respond. 

· The Provider shall provide notice of the Failure to Respond via email to the Complainant and registry operator.

· All Failure to Respond cases shall proceed to Expert Determination on the merits.  

14. Expert Panel 

· The Provider shall establish an Expert Panel, which shall consist of one Expert Panel member selected by the Provider, unless any party requests a three-member Expert Panel.   

· In the case where either party requests a three-member Expert Panel, each party (or each side of the dispute if a matter has been consolidated) shall select an Expert and the two selected Experts shall select the third Expert Panel member.  Such selection shall be made pursuant to the Providers rules or procedures. PDDRP panelists within a Provider shall be rotated so as to avoid selection of Providers that are thought to be likely to rule in a certain way.

· Panelists must be independent of the parties to the post-delegation challenge.  No member of the Expert Panel shall come from the same Provider as, or otherwise be related to, the Threshold Panel.  
Each Provider will follow its adopted procedures for requiring such independence, including procedures for challenging and replacing a panelist for lack of independence.   

*****************************************************
19. 
Remedies 
· Since registrants of domain names registered in violation of the agreement restriction are not a party to the action, a recommended remedy cannot take the form of deleting, transferring or suspending registrations that were made in violation of the agreement restrictions. 

· Recommended remedies will not include monetary damages or sanctions to be paid to any party other than fees awarded pursuant to section 15. 

· The Panel may recommend a variety of graduated enforcement tools against the registry operator if it the Expert Panel determines that the registry operator is liable under this Trademark PDDRP, including:  

· Remedial measures for the registry to employ to ensure against allowing future infringing registrations, which may be in addition to what is required under the registry agreement, except that the remedial measures shall not: 

· Require the Registry Operator to monitor registrations not related to the names at issue in the PDDRP proceeding; or 

· Direct actions by the registry operator that are contrary to those required under the Registry Agreement, to the extent consistent with the terms and provisions of the termination section of the Registry Agreement
; 

· Suspension of accepting new domain name registrations in the gTLD until such time as the violation(s) identified in the Determination is(are) cured or a set period of time;   
OR, 
in extraordinary circumstances where the registry operator acted with the clear and unequivocal intent to cause great economic harm to the trademark owner AND provided no value to the Internet community or the domain name registrants independent of this intended harm
.", 

· Providing for the termination of a Registry Agreement. 

· In making its recommendation of the appropriate remedy, the Expert Panel will consider the ongoing harm to the Complainant, as well as the harm the remedies will create for the registry operator and other, unrelated, good faith domain name registrants operating within the gTLD
. 

· The Expert Panel may also determine whether the Complaint was filed “without merit,” and, if so, award the appropriate sanctions on a graduated scale, including: 

· Temporary bans from filing Complaints; 

· Imposition of costs of registry operator, including reasonable attorney fees; 

· Permanent bans from filing Complaints after being banned temporarily. 

20. 
The Expert Panel Determination 
· The Provider and the Expert Panel will make reasonable efforts to ensure that the Expert Determination is issued within 45 days of the appointment of the Expert Panel and absent good cause, in no event later than 60 days after the appointment of the Expert Panel. 

· The Expert Panel will render a written Determination.  The Expert Determination will state whether or not the Complaint is factually founded and provide the reasons for that Determination.  The Expert Determination should be publicly available and searchable on the Provider’s web site.    

· The Expert Determination may further include a recommendation of specific remedies.  Costs and fees to the Provider, to the extent not already paid, will be paid within thirty (30) days of the Expert Panel’s Determination. 

· The Expert Determination shall state which party is the prevailing party. 

· While the Expert Determination that a registry operator is liable under the standards of the Trademark PDDRP shall be considered
, ICANN will have the authority to impose the remedies, if any, that ICANN deems appropriate given the circumstances of each matter. 

· 
21.
Appeal of Expert Determination 

· Either party shall have a right to seek a de novo appeal of the Expert Determination of liability or recommended remedy 
based on the existing record within the PDDRP proceeding for a reasonable fee to cover the costs of the appeal.  If an appeal is sought, ICANN shall refrain from determining whether to implement a remedy until conclusion of the appeal.
   

· The fees for an appeal in the first instance shall be borne by the appellant.  A limited right to introduce new admissible evidence that is material to the Determination will be allowed upon payment of an additional fee
.  The three-member Appeal Panel, to be selected by the Provider, may request, in its sole discretion, further statements or documents from either of the Parties. 

· An appeal must be filed within 20 days after an Expert Determination is issued.  The prevailing party shall be entitled to an award of its costs of appeal.
  

· The Providers rules and procedures for appeals shall apply. 

22. 
Challenge of a Remedy 

· If ICANN decides to implement a remedy for violation of the Trademark PDDRP, ICANN will wait ten (10) business days (as observed in the location of its principal office) after notifying the registry operator of its decision and proposed remedy.  ICANN will then implement the decision and proposed remedy unless it has received from the registry operator during that ten (10) business-day period official documentation that the registry operator has either:  (a) commenced a lawsuit against the Complainant in a court of competent jurisdiction challenging the Expert Determination of liability against the registry operator, or (b) challenged the remedy by initiating dispute resolution under the provisions of its Registry Agreement.  If ICANN receives such documentation within the ten (10) business day period, it will not seek to implement its decision and proposed remedy under the Trademark PDDRP until it receives:  (i) evidence of a resolution between the Complainant and the registry operator; (ii) evidence that registry operator’s lawsuit against Complainant has been dismissed or withdrawn; or (iii) a copy of an order from the dispute resolution provider selected pursuant to the Registry Agreement dismissing the dispute against ICANN whether by reason of agreement of the parties or upon determination of the merits.

· The registry operator may challenge ICANN’s imposition of a remedy imposed in furtherance of an Expert Determination that the registry operator is liable under the PDDRP, to the extent a challenge is warranted, by initiating dispute resolution under the provisions of its Registry Agreement.  Any arbitration shall be de novo and determined in accordance with the parties’ respective rights and duties under the Registry Agreement.  Neither the Expert Determination nor decision of ICANN to implement a remedy shall serve to prejudice the registry operator in any way in the determination of the arbitration dispute.  Any remedy involving a termination of the Registry Agreement must be according to the terms and conditions of the termination provision of the Registry Agreement, including any and all provisions providing for notice and an opportunity to cure breaches of the Registry Agreement.

23. 
Availability of Court or Other Administrative Proceedings 
· The Trademark PDDRP is not intended as an exclusive procedure and does not preclude individuals from seeking remedies in courts of law, including, as applicable, review of an Expert Determination as to liability. Neither an Expert Determination or other proceedings under the PDDRP shall operate in any way to prejudice or otherwise affect the position of any party to a court proceeding, which shall be conducted independent of the PDDRP and according to the standards of trademark law.

· In those cases where a Party provides the Provider with documented proof that a Court action was instituted prior to the filing date of the Complaint in the post-delegation dispute proceeding, the Provider shall suspend or terminate the post-delegation dispute resolution proceeding. In all other cases in which a Court action is instituted before the conclusion of the PDDRP proceedings, the Provider shall determine whether a stay is consistent with the interests of justice, including considering whether there is a possibility of inconsistent findings or results if a stay is not granted, the presence of any third parties in the Court proceeding and the scope of the claims and relief sought in the Court proceeding.

II. UNIFORM RAPID SUSPENSION
UNIFORM RAPID SUSPENSION (“URS”)

As per Specification 7 of the base agreement, Registry Operators must comply with "the Uniform Rapid Suspension system (“URS”) adopted by ICANN, including the implementation of determinations issued by URS examiners.”  The following comments are regarding the latest URS draft and refer to specific section numbers, located at:  http://www.icann.org/en/topics/new-gtlds/draft-urs-redline-28may10-en.pdf 

· 6.2 & 6.5: A copy of the notification must also be sent to the domain’s sponsoring Registrar by the URS Provider.  

This is essential --the Registrar should always be informed of actions that change the domain’s status, because the Registrar is the party with the service and contractual relationship with the Registrant.  Registry Operators are not in a position to communicate with Registrants.

· 9.2: says “If the Complainant satisfies the burden of proof, the Examiner will issue a Determination in favor of the Complainant. The Determination will be published on the URS Provider’s website. “  

There is a vital omission here: the procedures do not require any active notice to the various parties involved.    The procedure MUST be amended so that the URS Provider sends a copy of the Determination via e-mail to the Registrant, the Complainant, the Registrar, and the Registry Operator.  

These formal notices MUST be sent.  If the Determination is in favor of the Complainant, the Registry Operator is then required to suspend the domain as per 10.1. Registry Operators should act only under explicit notification from the URS Provider, and this notification should be documented in the URS requirements.   And in general, it is only logical that the various parties should receive an e-mail notice of the Determination, as is done with UDRP decisions.

· 10.2 says: “There shall be an option for a successful complainant to pay Complainant to extend the registration period for one additional year at commercial rates.”   

The mechanism for this is unspecified.  The RySG notes that Registry Operators are generally precluded from offering registration services directly to registrants, and the RySG assumes this option will be offered without Registry Operator involvement.

· 12: The procedures in this section are inadequate.  12.5 merely says that “The Provider’s rules and procedures for appeals shall apply.”  There must be explicit provision that notices will be sent via e-mail to the Registrant, the Complainant, the Registrar, and the Registry Operator.  The current lack of specificity also exposes Registry Operators to needless liability and unpredictable procedures.  If an appeal is successful, URS requires the Registry Operator to unlock the domain and possibly restore back to the previous nameservers.  Registry Operators should perform domain actions only under explicit and formal notification from the URS Provider, under fully documented procedures.  
�The RySG appreciates ICANN’s resistance to expand registry liability beyond current recognized international standards.


�This ensures that complainant proves actual infringement, as is required for cases of secondary liability in court. This is important because there may be no discovery and there is some uncertainty about the panel/arbitrator.


�Typical fees for registry services in the future may include DNSSEC services, and other forms of security services, as well as fees for services not yet thought of.


�Generally, the RySG believes that


 the Administrative Review and the Threshold Review can be conducted by the same or related parties.


 The Threshold Review and the Expert Panel should be separate parties.


The rationale for (2) is to avoid the appearance of impropriety and to remove the financial incentive of the Threshold Review automatically approving complaints.


�The term “expressly” is included to bring the criteria directly into line with the intent to protect those specific trademarks expressly protected under treaty and statute, rather than general classes of trademarks.


�The RySG would like to avoid multiple review of the same facts and proposes to have joinder of similar complaints.


�Registry Operators should NOT have to pay to respond; the Registry Operator should ONLY pay if/when it loses an entire PDDRP complaint.


�The RySG recommends change of the language of Default (which under the UDRP in practice leads to a finding in favor of the complainant) to Failure to Respond.  Failure to Respond will still allow the case to proceed to an Expert Determination on the merits, but without the stigma of a Default.


�Incorporated from the URS for consistency.


�See Comment 3 above.


�The RySG recommends that an incorporation by reference of the Conflict of Interest information and the Code of Conduct mentioned elsewhere in DAG 4 be mentioned here for consistency.


�A panel should not be able to influence the adoption of a remedy that a court cannot order or that ICANN cannot implement under the terms of an applicable Registry Agreement.


�The term “malice” is one which ranges in meaning across UK and US jurisprudence and may not have meaning at all to those in countries without the common law. Further, its definition ranges from actual intent to disregard. We strongly recommend defining the term clearly so that its meaning is clear and unequivocal. We also advise that, in the extraordinary remedy of terminating the Registry Agreement, the value of the gTLD to the community and the existing registrants be considered and weighed.





��The principle of proportionality is an important one for the Panelist(s) to consider. How does the Harm to the TM owner weigh against the harm to the registry, existing good faith registrants in the new gTLD and the Internet community?





�The RySG suggest that this be deleted because it is already implicit that ICANN will consider the recommendation and this may cause uncertainty as to what “considered” means.


�There may be reasons to consider the remedy separate from liability.  


�This is necessary to allow for an appeal, which might otherwise be mooted by ICANN’s decision.


�Later facts may be highly relevant to any remedy recommended by the Panel.  Also because the appeal is de novo, there is no reason to restrict the timing of the evidence.


�This makes the provision for costs on appeal below consistent with handling costs below.


�The RySG believes that this new bullet should be moved into the Challenge of a Remedy.  Also clarification of the interaction between the 10 day period here and the 20 day period mentioned in (21) is requested.


�This is consistent with the provision that the Expert Determination shall be reviewed de novo.


The registry operator should receive the same protections for alleged violations and claims of termination under the PDDRP that it has for alleged violations of the Registry Agreement.


�This makes the PDDRP consistent with the manner in which UDRP proceedings are handled by courts.


�Again, this makes the PDDRP consistent with the UDRP.





