EnCirca is pleased to submit these comments to the Proposed Final Applicant Guide Book, or more simply DAG5.  We have previously submitted comments for prior versions of the DAG.  
Our comments today are restricted to comments for the Rights Protection Mechanisms.

In particular, we will focus on areas that we feel are not being addressed by other public comments for DAG5.

Summary

The trademark clearinghouse should be the exclusive agent for all RPMs offered by new TLDs where registered trademarks are required for eligibility.

A third RPM should be offered for “blocking” registrations containing exact trademarks for TLD registries to satisfy the minimum RPM requirement.  This RPM should have a dispute policy.

The IP Claims RPM should also have a dispute policy.  IP Claims should be expanded to include “contains” a specified trademark.

Module 5: Base Agreement & Specifications

Specification 7: Minimum Requirements for Rights Protections

This short section contains the requirement that all new TLDs provide either a sunrise period or pre-launch IP Claims.

However, this requirement is easily gamed by new TLDs, resulting in decreasing the benefits for the trademark clearinghouse.  For example, a new TLD registry is not prohibited from offering trademark validation services on its own in addition to using

the trademark clearinghouse.

I propose to add the following language: 
· If a TLD provides ANY Rights Protection mechanism that requires verification of registered trademark rights in order for applicants to be eligible for the RPM, then the trademark clearinghouse must be EXCLUSIVELY used for this purpose.

Just for clarity, this would mean the following:

- If a TLD decides to offer a sunrise period and an IP Claims period, then both Rights Protections Mechanisms (RPMs) should be required to use the Trademark Clearinghouse.

- TLD's should be prohibited from offering an optional validation service for sunrise or IP Claims that is also provided by the trademark clearinghouse.

This change may concern some new TLD operators who are planning pre-launch RPM’s other than sunrise or IP Claims.  I also note the following conclusion from the Economic Study Report - Phase II

Section 119 of Economic Study Report - Phase II states:  "There is value in giving trademark holders the ability to block the use of trademarked terms beyond a sunrise period.  This conclusion follows from the observation that, in many cases, it appears that trademark holders are interested in preventing other parties from using domains containing trademarks but the trademark holders are not interested in affirmatively using those domains. Hence, the problem is not remedied simply by letting trademark holders have a right of first refusal during a start-up registration period.”
I suggest providing TLD registries a third pre-launch RPM to satisfy the minimum requirement. This RPM would be a service offering "blocks" that do not resolve for the TLD.  Such a "Block" RPM existed for the .name TLD along with a corresponding dispute policy.  So it would not be difficult to leverage this experience for new TLDs.

This new RPM would also have a dispute policy for third parties wishing to challenge the block.

- The last sentence of Specification 7 starting with "The Registry operator shall not mandate", fails in preventing any bad faith behavior on the part of Registries since by definition, any use of a RPM is optional for trademark owners.  Since it is impossible for any RPM to be mandated by a registry, this wording needs to be fixed to convey what was intended.  This is remedied by the above suggestion of making the trademark clearinghouse the exclusive agent for trademark validations required for any RPM.
- regarding IP Claims RPM.  .Biz is the only TLD to have utilized the IP Claims process.  .Biz also had a special dispute policy called STOP.   However, there is not the equivalent of STOP policy defined for those TLDs choosing the IP Claims RPM.  I propose that a dispute policy exist for IP Claims that can be invoked by trademark owners.

Module 5: Trademark Clearinghouse Specification

New Intellectual Property Issue
With ten years of new gTLDs, there is a lot of industry experience concerning RPMs.  ICANN needs to ensure to prevent conflicts with RPM service providers that claim prior rights to RPM processes.  I would suggest this language be added to Module 5.

" All potential service providers for RPMs and the trademark clearinghouse, should clearly indicate if they have any pending or accepted filings related to process patents describing a TLD Rights Protection Mechanism."

section 6.4.  (d) no plural and no “marks contained” would qualify for inclusion.

I suggest that this section remain for sunrise registrations but more flexibility be allowed for IP Claims, since they do not result in a registration for the trademark owner.
As mentioned by the economic study just released by ICANN, the IP Claims should go further than an exact match and should at a minimum include a "contains" match to catch a broader set of possible cybersquatting cases.

section 6.5.  Notification should be limited to identical marks so as to ensure operational integrity, limitation of overly broad notifications and an unmanageable volume of processing by the Clearinghouse.

This section should be dropped.  There is an ample supply of firms and individuals capable of building a clearinghouse to ensure operational integrity and manage any high volume processing required for close similarities for IP Claims.  Since the IP Claims process is designed to minimize any chilling effects to the registrant, the overly broad notification issue should not be a major concern.
section 7.3 Definition: Substantive evaluation.  This issue duplicates the efforts of regional trademark offices and could lead to possible conflicts between decisions made by the clearinghouse and regional trademark offices.  This section also violates section 1.6 describing the purpose of the clearinghouse.

section 7.5 Sunrise Dispute Resolution Policy (SDRP).

Why is there no matching dispute policy for IP Claims?  I suggest using the .Biz STOP dispute policy as a framework for this dispute policy.
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