PRINCIPLES FOR NEW gTLD REGISTRIES

PROTECTING THE LEGAL RIGHTS OF OTHERS
I. Rationale for Principles
A. Use of the Term “legal rights” in PRO-WG Statement of Work

1. Given the context of the PRO-WG’s Statement of Work (SOW) it is understandable that some participants and observers may equate the use of the term “legal rights” within the SOW as pertaining only to those rights granted specifically under laws and regulations regarding trademarks, service marks, famous names, intellectual property, and anti-cybersquatting.

2. However, it is far from clear that the GNSO Council intended such a limited definition of “legal rights” as is evident from the remarks of at least one Council member, Avri Doria, on this subject that were submitted to the PRO-WG email list:
“If I remember the discussion in the Council concerning the creation  

of this group correctly, one of the reasons it was called protecting  

the rights of others was specifically because it had to include the  

rights of those who did not hold Trademarks on generic strings, i.e  

the general population's rights to use 'words' as strings for non- 

fraudulent purposes.”

3. Therefore, the definition of “legal rights” that I chose to use for the principles included below is broader and more akin to the concept of unalienable rights:

“An abstract idea of that which is due to a person or other entity by 

law or tradition or nature.”

B. Rationale for the Definition

1. The concept embodied in the above definition is espoused in The Universal Declaration of Human Rights as well as the Declaration of Independence of the United States of America, both of which recognize that we are all endowed with certain unalienable rights, rights not awarded by human power or government, rights that cannot be taken away or even surrendered. Eleanor Roosevelt put it very well when she said:
"a right is not something that somebody gives you; it is something that 

nobody can take away."

2. It is my view that the above concept of “legal rights” must be reflected in future Rights Protection Mechanisms used by gTLD operators. A person’s or entity’s use of common words, phrases, labels, or stings IS a “legal right.” I believe it is no accident this concept of “legal rights” is also reflected in the Uniform Domain Name Dispute Resolution Policy (UDRP) – full text: http://www.icann.org/udrp/udrp-policy-24oct99.htm
3. Section 4.a. of that policy states that three elements MUST be proven to establish that the registration of a particular domain name “infringes or violates someone else’s rights” (emphasis mine):
4.a. Applicable Disputes. You are required to submit to a mandatory administrative proceeding in the event that a third party (a "complainant") asserts to the applicable Provider, in compliance with the Rules of Procedure, that

(i) your domain name is identical or confusingly similar to a trademark or service mark in which the complainant has rights; and

(ii) you have no rights or legitimate interests in respect of the domain name; and

(iii) your domain name has been registered and is being used in bad faith.

In the administrative proceeding, the complainant must prove that each of these three elements are present.

4. The concept that a person or entity has “legal rights” to the use of common words, phrases, labels, or strings is wisely reflected in the above requirements. It is obvious that the authors recognized that the mere existence of a trademark, service mark, or other intellectual property did not in and of itself prove that the registrant of a domain name containing an identical or confusingly similar mark intended to infringe or violate others’ rights.

5. The UDRP, in section 4.c. also clearly recognizes the “legal rights” of others to the legitimate use of common words, phrases, labels, or strings for domain names. It gives three examples of such use (emphasis mine):
“Any of the following circumstances, in particular but without limitation, if found by the Panel to be proved based on its evaluation of all evidence presented, shall demonstrate your rights or legitimate interests to the domain name for purposes of Paragraph 4(a)(ii):

(i) before any notice to you of the dispute, your use of, or demonstrable preparations to use, the domain name or a name corresponding to the domain name in connection with a bona fide offering of goods or services; or

(ii) you (as an individual, business, or other organization) have been commonly known by the domain name, even if you have acquired no trademark or service mark rights; or

(iii) you are making a legitimate noncommercial or fair use of the domain name, without intent for commercial gain to misleadingly divert consumers or to tarnish the trademark or service mark at issue.”
6. This concept is not lost on at least some UDRP Panelists as illustrated in the Bosley Medical Group and Bosley Medical Institute, Inc. v. Michael Kremer case (Case No. D2000-1647) brought before the WIPO Arbitration and Mediation Center in 2001. The Panelist concluded:
“…the Complainants have not satisfied their burden of proving the essential elements of a claim under Paragraph 4(a) of the Policy, since it appears that the Respondent has legitimate fair use and free speech rights with respect to the use of the Domain Name for a criticism site. The Complainants’ claim for transfer of the Domain Name "bosleymedical.com" is therefore denied.”

Full text of the complaint and decision:
http://www.wipo.int/amc/en/domains/decisions/html/2000/d2000-1647.html
7. The respondent’s rights to use the domain names it registered were later upheld by the United States Court of Appeals for the Ninth Circuit, which decision stated in part: 

“We hold today that the noncommercial use of a trademark as the domain name of a website — the subject of which is consumer commentary about the products and services represented by the mark — does not constitute infringement under the Lanham Act.”
Full text of the decision of:

http://www.ca9.uscourts.gov/ca9/newopinions.nsf/3B0C93358B88F28D88256FD90056994B/$file/0455962.pdf?openelement
8. No doubt other UDRP and Court decisions could be cited to illustrate an opposite view point on the definition of “legal rights” of others. The International nature of the Internet and the domain name space makes such conflicts inevitable. However, it cannot be denied that the definition of “legal rights” described herein is accepted in at least some jurisdictions and within the public policy of certain nations affected by the Rights Protection Mechanisms implemented by gTLD operators.
9. It is with this understanding and definition of “legal rights” that I offer principles A, B, and C below.

C. Rights of gTLD Operators

1. There are a set of rights that are not directly the subject of the PRO-WG’s SOW, the rights of gTLD operators. However, the SOW indirectly implies the principle of supply and demand when it states in Purpose (2):
“…particularly during the initial start up of a new gTLD where there is contention for what Registrants perceive as the "best" names.”

2. It may arguable, but we should consider that the “best” names are common words, phrases, labels, and strings for which there is a limited supply and high demand. It would therefore seem inappropriate to expect gTLD operators, or any other commercial enterprise, to not exercise its right to apply the commonly accepted principle of supply and demand when setting the fees associated with mechanisms designed to allocate its products or services with the highest demand and most limited supply.
3. It is with the above understanding that I offer principle D below.
II. Suggested Principles
A. All potential registrants have legal rights. gTLD operators should not consider the legal rights of IP holders as superior to the legal rights of all others to register and use a domain name.

B. The Rights Protection Mechanisms used by gTLD operators should not presume that a registrant intends to infringe on or violate the legal rights of others simply by the act of registering a domain name.

C. All potential registrants should have an equal opportunity to register common words, phrases, labels, or stings as domain names.
D. The fees associated with the use of Rights Protection Mechanisms must be established at the sole discretion of the gTLD operator.
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