URS Examination

The Final Evaluation analysis involves consideration of three basic issues, similar to the standards for a UDRP decision, but requiring a much higher burden of proof. The

Examiner shall consider each of the following factors:

· Whether the domain name is identical or confusingly similar to a mark in which the Complainant holds a valid trademark registration issued by a jurisdiction that conducts substantive examination of trademark applications prior to registration. [A list of such jurisdictions shall be complied and made available to parties and Examiners]; and

· Whether the domain name registrant lacks any right or legitimate interest in the domain name; and

· Whether the domain name has been registered and used in bad faith.

A list of non-exclusive circumstances that demonstrate bad faith registration and use mirror the list stated in the UDRP, namely:

· circumstances indicating that you have registered or you have acquired the domain name primarily for the purpose of selling, renting, or otherwise transferring the domain name registration to the complainant who is the owner of the trademark or service mark or to a competitor of that complainant, for valuable consideration in excess of your documented out-of-pocket costs directly related to the domain name; or

· you have registered the domain name in order to prevent the owner of the trademark or service mark from reflecting the mark in a corresponding domain name, provided that you have engaged in a pattern of such conduct; or

· you have registered the domain name primarily for the purpose of disrupting the business of a competitor; or

· by using the domain name, you have intentionally attempted to attract, for commercial gain, Internet users to your web site or other on-line location, by creating a likelihood of confusion with the complainant's mark as to the source, sponsorship, affiliation, or endorsement of your web site or location or of a product or service on your web site or location.

The Respondent may submit an Answer refuting the claim of abusive and bad faith registration by setting out any of the following circumstances which mirror the “Rights to and Legitimate Interests in the Domain Name” of the UDRP, namely: 

· before any notice to you of the dispute, your use of, or demonstrable preparations to use, the domain name or a name corresponding to the domain name in connection with a bona fide offering of goods or services; or 
· you (as an individual, business, or other organization) have been commonly known by the domain name, even if you have acquired no trademark or service mark rights; or

· you are making a legitimate noncommercial or fair use of the domain name, without intent for commercial gain to misleadingly divert consumers or to tarnish the trademark or service mark at issue. 

Such claims, if found by the Examiner to be proved based on its evaluation of all evidence presented, shall result in a finding of non-abusive registration for the Respondent.
Safe harbor: the Respondent may further demonstrate that its use of the domain name is non-abusive and not in bad faith by showing one of the following factors: 

· The Domain Name is generic or descriptive and the Respondent is making fair use of it.
· Fair use may include sites operated solely in tribute to or in criticism of a person or business.
· Respondent’s holding of the Domain Name is consistent with an express term of a written agreement entered into by the disputing Parties. 
· Trading in domain names for profit, and holding a large portfolio of domain names, are of themselves lawful activities.  Such conduct, however, may be abusive in a given case depending on the circumstances of the dispute. The Examiner will review each case on its merits.
· The Domain Name is not part of a wider pattern or series of abusive registrations because the Domain Name is of a significantly different type or character to the other domain names registered by the Respondent.
· Sale of traffic (i.e. connecting domain names to parking pages and earning click-per-view revenue) is not of itself objectionable under the Policy.  Such conduct, however, may be abusive in a given case depending on the circumstances of the dispute. The Examiner will take into account:
i. the nature of the Domain Name;

ii. the nature of the advertising links on any parking page associated with the Domain Name; and

iii. that the use of the Domain Name is ultimately the Respondent’s responsibility.

If the Examiner finds that all three elements are satisfied by clear and convincing evidence and that there is no genuine contestable issue, then the Examiner shall issue a decision in favor of the Complainant. If the Examiner finds that this test is not met, then the Examiner shall deny the relief requested terminating the URS process without prejudice to the ability of the Complainant to proceed with an action in court or under the UDRP.

The following shall be added by ICANN staff at to the URS policy as additional guidance to the URS Examiner. It is a direct quotation from the IRT Report: 

Where there is any genuine contestable issue as to whether a domain name registration and use is an abusive use of a trademark, the complaint will be denied terminating the

URS process without prejudice to further action, e.g., a UDRP or court proceeding. The

URS is not intended for use in any questionable proceedings, but only clear cases of trademark abuse.

