COMMENTS FROM ICANN’S NON-COMMERCIAL USERS
CONSTITUENCY (NCUC)
6th May 2009

COMMENTS
· 
“...but not create additional legal rights” (page 6): I think that the whole issue here is basically not to expand the existing ones - NCUC would suggest the re-wording of this.
· 
The IRT should have also consulted various PTOs in order to ascertain whether the existence of a clearing's house and the criteria set for global marks adhere to traditional ones.
· 
The idea of asking the trademark owner to validate the existence of a mark once every year is expensive, cumbersome and bureaucratic. Trademark rights can last indefinitely as long as the owner continues to use the mark to identify its goods or services. The term of a federal trademark is 10 years, with 10-year renewal terms. However, the USPTO requires that between the fifth and sixth year after the date of registration, the registrant must file an affidavit stating that the mark is still in use. If no affidavit is filed, the registration is cancelled. The USPTO does not remind the trademark owner of this deadline. For the NCUC, the way the clearinghouse wants to operate contradicts this.

If user protection is one of the main goals of the IRT, NCUC fails to see in the list of benefactors (the list contains trademark owners, new gtld operators, registrars and ICANN) but not the consumers. The IRT should also clarify how it will deal with the international classification system in combination with the applications received and how it will determine which trademark deserves priority. Who is going to participate in the Clearing house?

Global Classification system: I think the criteria are very loose and 'convenient'. The test is very basic and will result in trademarks that are not considered famous under traditional standards to receive international recognition by virtue of their registration. In the United States, for instance, the Dilution Act for instance sets a high bar for a trademark to be considered famous. The Federal Trademark Dilution Act suggests that the following factors should be used in considering whether a mark is famous (this list is not exhaustive):
1. How distinct the mark is (either by being inherently distinctive or by having acquired secondary meaning).
2. How long and to what extent the mark has been used with the connected goods and services.
3. How much advertising and publicity there has been for the mark.
4. How widespread, geographically, the mark has been used.
5. What channels of trade are used for the mark’s associated goods and services.
6. How well-recognized the mark is in the channels of trade used by the owner and the channels of trade used by the potentially diluting mark.
7. How many similar marks are used by third parties, and the extent of such use.
While each state may have its own standards for defining what qualifies as a famous trademark, these factors generally apply.

URS: NCUC seeks more clarification on this scheme, since the UDRP is already in place. NCUC fears that this proposal seeks to create a tier system of judiciary under the ICANN regime - this is very dangerous. From the reading it appears that the systems will be connected (see appeals sections) and this practice detaches the parties from courts even further. Who will opt for the court option if there is the UDRP?
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