Comments on the Final Report on Trademark Protection in new gTLDs

We commend the IRT on a thoughtful and well-considered proposal for protecting the rights of trade mark owners in the face of the expansion of gTLDs.

We are in general agreement with the spirit of the IRT’s recommendations, and would like to make a few comments as follows.

IP Clearinghouse

We support the creation of an IP Clearinghouse subject to the following observations.
We are strongly in favour of the implementation of a Pre-Launch IP Claims service for second-level domains. We suggest that consideration be given to offering the same service for top-level domains, to expand and standardise the protection afforded to non-GPM trade mark owners who have registered a trade mark right with the IP Clearinghouse.
We suggest that the IRT’s proposal to include common law rights in the Pre-Launch IP Claims Service be further explored. We consider that it may in practice be difficult for Registry Operators to assess whether sufficient common law rights exist in a given trade mark. In the interests of certainty and consistency in new gTLD practice, we suggest that rights protection mechanisms be based on registered, easily identifiable rights. We consider that this would better accord with the remainder of the IRT’s recommendations such as the GPML which is based on trade mark registrations only.

Given that the IP Clearinghouse will be making decisions on confusing similarity between trade marks and domain names based on visual, aural and commercial impression, we are concerned that the decision makers be appropriately qualified in making such comparisons. Decision makers should be trained in trade mark examination procedures and a Manual of Practice and Procedure should be drafted for decision makers to follow to maximise consistency across decisions.

We consider that annual validation of each trade mark by declaration or affidavit may be an onerous requirement to place on owners of multiple trade marks who wish to make use of pre-launch rights protection mechanisms. Given that trade marks are registered for 10 year terms, and the IRT’s rejection of use criteria for the validity of GPMs, we suggest that the annual validation requirement be withdrawn. We do agree however with responsibility being placed on trade mark owners for updating and correcting data held by the IP Clearinghouse, at the threat of a sanction or penalty. 

Globally Protected Marks

We generally support the creation of a list of Globally Protected Marks, subject to the comments below. 
We are concerned that a GPM may prevent a legitimate trade mark owner in one jurisdiction from registering a domain name even if the GPM owner does not own a trade mark registration in that particular jurisdiction. We feel that this issue warrants further consideration.
We are particularly concerned about adequate resolution of potential conflicts between the owner of a GPM and the owner of a legitimate identical trade mark registered in a different jurisdiction or for different goods/services. The cost to the legitimate trade mark owner of proving its legitimate trade mark rights and/or demonstrating lack of confusion between the marks should not be prohibitive. 
The IRT considers that trade mark owners face a larger threat at the second level than at the first level. However, at the top level, third party applications are assessed on the basis of an “identical match” with a GPM or confusing similarity including aural and commercial impression. At the second level, the IRT recommends that applications are only rejected on the basis of an “identical match”, with no consideration of confusing similarity. This is a more limited test, for a larger threat. This issue should be further explored.   

URS dispute resolution procedure

We support the creation of an alternative procedure to the UDRP for resolving domain name disputes. This will provide brand owners with a choice as to whether to follow UDRP or URS procedures depending on the nature of the alleged breach and the result desired by the brand owner. We welcome the aims of the URS procedure to be fast and efficient, which will provide certainty and prevent dilution of a trade mark owner’s brand equity by unscrupulous potential registrants. Given the lower cost of the procedure and its fast results, it will be of great benefit to smaller brand owners who may have found the cost of the UDRP procedure prohibitive.
Post-delegation dispute resolution mechanisms
We also support the ability of a trade mark owner to be able to trigger proceedings against Registry Operators who are engaging in practices which lead to confusion with a trade mark owner’s rights. 

Thick Whois database

We are in favour of the provision of full Whois information by registries to facilitate speedy and cost-effective identification of owners for many reasons including protection of IP. 
We look forward to following further developments in the implementation of protection of the rights of trade mark owners in the new gTLD space.
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