To : irt-final-report@icann.org
BBC and BBC Worldwide Comments on the Final Report from the Implementation Recommendation Team (IRT)

The British Broadcasting Corporation (BBC) is the United Kingdom’s Public Service television and radio broadcaster established by Royal Charter and publicly funded by a licence fee.  BBC Worldwide Limited is a wholly owned company within the BBC group, responsible for the commercial exploitation of the BBC’s output in order to generate revenue for the BBC.  

The BBC and BBC Worldwide have previously signed up to endorse submissions made by MarkMonitor, Inc on the draft Applicant Handbook in addition to making our own submissions.  We continue to question whether sufficient evidence of demand for new TLDs exists, and, if so, whether now is the time to be launching such a costly and expansive initiative, given the ongoing worldwide recession.  Notwithstanding the final report from the IRT, we remain deeply concerned at the threat to brand integrity and attendant financial implications for brand owners, and the significant risk to the health and safety of consumers.

Once again, we would like to thank all the members of the IRT for the substantial time and effort that they have clearly put into this proposal.    We would like to support the IRT’s call for a review of Proxy services at the earliest possible date, and independent of the timetable for new gTLDs.

If ICANN is determined to proceed with the new gTLD programme then some of the proposals put forward by the IRT, in particular the Uniform Rapid Suspension System (URS), do seem to have the potential to provide some brand owner comfort, and indeed we would like to see a form of URS adopted by all existing gTLDs  and ccTLDs, but we are concerned that the proposals as a whole are likely to be time consuming and extremely costly to those brand owners who seek to protect their brands in the new gTLD space, and complicated and unwieldy to manage for the organisation tasked with operating the IP Clearinghouse and GPML.  

We also remain concerned that the timetable for this process has not allowed the IRT to fully consider all relevant issues and also allows insufficient time for proper consultation.  As the IRT themselves pointed out in their Open Letter: “We know that our work is neither perfect nor complete – there are some significant issues that we could not address in the eight weeks available to us”.  In particular, the IRT identified a number of proposals from the public comments in DAG 1 and 2 that it believes warrant further consideration.  More time must be allowed so that all of these issues can be properly addressed.

IP Clearinghouse
Size and complexity of the database.  We are concerned that the proposal will not be scalable.  The IRT identifies that the IP Clearinghouse must be able to accommodate identical trademarks registered under different classes or in different offices, recognising the territorial nature of trademark law and international classification systems.  This must be able to accommodate word marks and logos and must be fully searchable.  Even a single country’s trade mark register amounts to a huge and complicated database.  Who will have the capacity and experience to operate such a database?   

Cost to the brand owner.  The IRT has suggested that the cost to a trade mark owner of placing and maintaining a record in the IP Clearinghouse should be reasonable and not prohibitive for a trademark owner with many names/brands.  Whilst this is a welcome statement, we consider there is a real risk that the costs associated with operating the IP Clearinghouse, for example the costs to validate the initial record and annual costs

of validation thereafter; additional costs to validate each GPM; and costs to develop, manage and maintain such a database, will be such that the cost to a trademark owner is indeed prohibitive.  It must be borne in mind that a trademark owner with a relatively sizeable portfolio of brands will likely already have spent hundreds of thousands of dollars registering their trade marks around the world, and those trade mark records are already publicly available.  
Depending on the costs involved in operating the IP Clearinghouse, we consider that some financial contribution by the Registries and Registrars should not be ruled out.  These entities anticipate earning substantial revenues from the new gTLD roll-out.  It is not unreasonable that they should bear some of the financial burden for ensuring that they do not facilitate the widespread infringement of trademark owner rights.

The further comments below are made on the assumption that the IP Clearinghouse does proceed, and are without prejudice to the above concerns.

Globally Protected Marks List (GPML)
We thank the IRT for revising the proposals as to qualification as a GPM and requesting that the ICANN staff collect relevant trademark registration data.  In the absence of the specific proposals it is difficult to comment on this, but we consider that a balance does need to be struck to ensure that many extremely well known brands are not excluded from protection.  The proposal that trademarks must have been applied for across all 5 ICANN regions makes this a very real risk given that a major brand could be extremely well known and widely protected across, say, North America,  Europe and Asia, but perhaps with little or no penetration into Africa.  We do not consider it reasonable that such a brand should be excluded.  

Top Level Rights Protection Mechanisms
Subject to comments about the IP Clearinghouse and the GPML, it seems a reasonable proposal that where an applied-for gTLD is identical or confusingly similar to a GPM then the application for the gTLD will not be approved until there has been a reconsideration of the Initial Evaluation, which finds in favour of the applicant.  We consider, however, that the owner of the GPM should both be directly notified of the application and given an opportunity to input into this reconsideration of the Initial Evaluation to make submissions that there is indeed a likelihood of confusion, since this appears to be the only protection being afforded to them during the gTLD process.  Given the potentially grave impact to a trademark owner of a gTLD being granted which incorporates their brand we also consider that the proper threshold of confusion should be a possibility, and not the higher threshold of probability.  

A gTLD should be viewed as confusingly similar to a GPM where it includes the GPM together with additional matter.  
There currently appears to be no proposed protection at the Top Level for a trademark which does not qualify as a GPM.  Given the comments regarding the high threshold for inclusion on the GPML, this leaves the vast majority of trademarks unprotected at the Top Level.  This is unacceptable.  

Second Level Rights Protection Mechanisms
The ability to block a registration is a sensible concept.  In the case of a GPM, however, given the proposed high threshold for inclusion, we would argue that this should not be limited to an identical match.  Confusingly similar marks, including marks incorporating the GPM together with additional matter, should also be blocked.  As with the Top Level Rights Protection mechanism, if the applicant may be able to unblock the domain name by establishing that the use of the domain name would not infringe the rights of the GPM owner, then the GPM owner must also be given the opportunity to be heard.  
The pre-launch IP Claims service for non-GPMs does appear to offer some measure of comfort from brand owners, however this should not be limited just to the pre-launch phase.  If a brand owner has gone to the time and expense of recording its trade marks on the IP Clearinghouse, it is not unreasonable for a Registry to also take these trade mark rights into account where a domain name is applied for after the pre-launch phase, or after an alternative Sunrise period.  
Uniform Rapid Suspension System
Provided that this is indeed adopted as a low cost and rapid procedure, the URS does appear to offer a useful tool for a brand owner who is concerned about the monetisation of their brands by domainers but who cannot justify the expense of a UDRP action.  

We understand the reasons for proposing that a domain name be frozen for the remaining term of its registration, rather than being transferred to the complainant.  There is a real risk, however, that on expiry of the registration the complainant could be beaten to registration by another party and have to commence another URS.   The complainant should therefore be given first refusal to register the domain once it comes up for renewal.  
With regard to the proposed partial “loser pays” system for disputes in excess of 25 domain names, this seems reasonable, but we believe that this may be administratively burdensome and the costs of operating this system may outweigh the sums of money being refunded.  In the example given by the IRT in note 34, of 100 domain names where 98 are found to be abusive the complainant would pay a fee of $250, of which $245 would be refunded.  The respondent would also pay a fee of $250, of which $5 would be refunded.  The administrative costs of this $5 refund must surely exceed the sum itself.  We suggest that if anything in excess of 75% of the domain names are found to be abusive the complainant receives a full refund, but if fewer than this, the refund be prorated between the parties.
Yours faithfully

British Broadcasting Corporation 
BBC Worldwide Limited.
