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Comments of FICPI to Special Trade-mark Issues Review Team Recommendations  - January 26, 2010

FICPI welcomes this opportunity to comment on the recommendations of the Special Trade-mark Issues (STI) review team.
FICPI (Fédération Internationale des Conseils en Propriété Industrielle) is an association of nearly 4000 intellectual property attorneys in private practice from 86 countries and regions around the world.  Since its establishment in 1906, FICPI has worked and continues to work actively to keep abreast of new developments in the intellectual property field, to keep its members informed, to make an impact on future legislation and processes that affect the interests of its members and their clients.  

 

FICPI agrees that the establishment of a TC (Trade-mark Clearinghouse) and a URS (Uniform Rapid Suspension system) may effectively address certain concerns of brand owners in the new gTLD space, however there is a concern that the STI recommendations do not go far enough in protecting the interests of brand owners.  In this regard, it is noted that 3 of the 8 constituencies represented on the STI, namely the BC, the ALAC and the IPC expressed this view in their Minority Positions.    FICPI agrees with this view and wishes to express the following comments and concerns in relation to the STI recommendations. 

 

Trade-mark Clearinghouse (TC)
 

The TC is intended to facilitate the ability of brand owners to make their trade-mark rights of record in a manner that could avoid the burden and expense of multiple filings of the same information for use in proving their rights for various purposes across many gTLDs.   Functioning as the IP rights database that it is intended to be, the TC is not a rights protection mechanism as such, as it does not serve to prevent abusive domain name registrations.  When used in combination with the Globally Protected Marks List proposed by the IRT, or other rights protection mechanisms, however, it could serve such a function by preventing the registration of clearly infringing domain names.  This in turn would relieve brand owners from the expense of acquiring onerous numbers of defensive domain name registrations.   Accordingly, the implementation of a TC is supported by FICPI, assuming it is done in a manner that allows it to function effectively in facilitating the reduction of abusive domain name registrations, which remain an escalating problem for brand owners in the existing gTLD space that will inevitably increase significantly with the rollout of an unlimited number of gTLDs.  

 

Specific suggestions for effective implementation of the TC:

 

-          Implementation of post-launch rights protection mechanisms should be mandatory for all gTLD operators, and the TC should be utilized as a source of information for any such mechanism. 

  

-          The restriction on TC notice or sunrise registration procedures to “identical matches” only is of very limited utility in protecting brand owners given that the majority of abusive domain name registrations are typosquatting or “match-plus”, rather than “exact matches” to trade-marks.  Moreover, such a restriction departs from the best practice implemented in the sunrise procedures of other gTLD registries, such as .eu, .tel and .asia.    FICPI supports the recommendation that brand owners be allowed to include in their TC data not only their trade-marks, but “match plus” marks, which could include descriptive terms contained in the statement of wares or services, and/or descriptive or generic terms for which the brand owner can demonstrate trade-mark rights through successful prosecution of past legal/UDRP proceedings.    At a minimum, FICPI supports the suggestion that “identical match” should include transliterations of a trade-mark in other alphabets or character sets designated by the brand owner.  Presently, the STI recommendations do not explicitly state whether the TC would apply to IDNs, as recommended by the Final Report of the IRT.  FICPI supports the principle that the TC and procedures relating to new gTLDs generally should address IDN issues. 

 

-         The restriction on including text marks only is problematic due to the lack of an accepted international definition of what is a “text mark”.  For example, in some countries, a mark consisting only of words in stylized lettering would still be considered design marks and thus ineligible for inclusion in the TC.   Similarly, the inclusion of text elements from trade-marks containing both word and design elements would be prevented.  FICPI supports the recommendation that the textual, non-generic, elements of design marks also be included in the TC.

 
-         The restriction excluding common law marks from the TC is not supported, as it serves as a potential disadvantage to many smaller trade-mark owners who may not have the resources to obtain registration of their trade-marks.   Moreover, the suggestion that inclusion of common law marks should not be restricted to court validated common law marks is supported, provided that appropriate guidelines for establishing “use” of a mark for goods and services are developed and implemented.

 

-        The restriction on including trade-mark registrations only from countries where “substantive review” of trade-mark applications is conducted is highly prejudicial to brand owners in a large number of jurisdictions, including many European countries and all Community Trademarks (CTMs), therefore FICPI does not support this recommendation.   Instead, registrations issued by countries with no application review, for generic terms that typically could not be protected in most countries, should be scrutinized as part of the review process to ensure the trade-marks are not generic for the associated wares/services.  Other suggestions which FICPI supports would include allowing domain name registrants to launch sunrise challenges or challenge “abusive” complaints by trade-mark owners based on the generic nature of a trade-mark.  

 

 

Uniform Rapid Suspension System
 

-         FICPI agrees with the suggestion that the deterrent effect of the URS will be diluted in the absence of any penalties for abuse by registrants, such as in the case of repeat cybersquatters.  One viable suggestion is to impose sanctions, such as a “loser pays model”, to balance the penalties imposed on brand owners or examiners who are found to abuse the process.

  

-         There is a concern that the sole remedy provided by the URS, namely locking the domain for the registration term, does nothing to prevent the brand owner from having to file multiple URS proceedings (or take other legal action) in respect of a single domain, or from being compelled to acquire the domain defensively, since domains are typically re-registered after expiration. This is particularly problematic, since the fees associated with the URS in such circumstances may be difficult to justify, especially since the evidentiary requirements of the URS (and thus the costs of preparing a URS complaint) may be higher than the UDRP.  Possible solutions could include indefinite suspension of domains, suspension for whatever period of time the successful complainant maintains its verified trade-mark information in the TC, or, at a minimum, notification of brand owners of the impending deletion of a domain. 

 

-         There is a concern that the inclusion of an appeals process for registrants would serve to negate the advantages offered by the URS for quick resolution of clearly egregious abusive registration.  Moreover, there is also a concern that registrants’ ability to appeal a URS decision is not balanced by a similar right for unsuccessful complainants to appeal to the URS ombudsman or launch a de novo UDRP proceeding or court challenge.  FICPI agrees with the STI recommendations that neither party should be precluded under the URS from pursuing any other legally available appeals or remedies, including UDRP and/or court proceedings.  In addition, FICPI supports the suggestion that domain names should remain in “status quo” pending disposition an appeal by a registrant, or when an answer is filed after a default decision, rather than being redirected to the registrant’s servers, in order to prevent potential further abuse.  

 

-         There is a concern that the standard of proof required by the URS is too onerous in that proving the registrant’s lack of legitimate interest in a domain name is often impossible.  A suggested alternative is to place the burden of proof on this ground on the registrant once the complainant has established the other elements of the complaint (identical or confusingly similar trade-mark in which the complainant has rights, and registration and use of domain name in bad faith).  

FICPI would like to thank ICANN for considering its views and comments.
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