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Comments of MARQUES, the Association of European Trade Mark Owners on ICANN’s New gTLD Applicant Guidebook, second draft.

9 April 2009
Marques thanks ICANN for the opportunity to comment on the second draft of the New gTLD Applicant Guidebook.

Introduction to MARQUES

MARQUES is the European Association of Trade Mark Owners, representing the interests of intellectual property owners and the communities that identify with and trust their marks across a region that has over 600 million inhabitants.

MARQUES members feature over 750 trade mark professionals. The goal of the Association is to assist brand owners in the management of their trade marks and to provide an effective platform for the representation of their interests.

MARQUES members spend many hours dealing with domain name matters. MARQUES has estimated that its members together own upwards of 2 million domain names, many of them gTLDs.  MARQUES membership accordingly constitutes a very substantial component of the Internet Stakeholder constituency.
For further information, consult www.marques.org. 
Statement of Concern

Following broad discussion on the First Draft Applicant Guidebook, it is clear that a majority of MARQUES members question the value of expanding the gTLD namespace. There is a great deal of concern that the ICANN new gTLD programme will increase the administrative and financial burden on trade mark owners.  

MARQUES urges ICANN once again to respond appropriately to the change in the world economy since it started the new gTLD process and to scale back its plans. For example, ICANN might initially go ahead with a first round of up to 50 Community-Based applications. This strategy would meet ICANN’s goal of introducing competition and diversity into the domain name system: it would double the number of gTLDs amongst which would be IIDN registries but would not place a heavy burden on business or lead to confusion amongst internet users. 

The comments following this statement of concern should not be taken to mean that MARQUES supports the expansion of the gTLD namespace as ICANN currently proposes. However, MARQUES is committed to working to ensure that if ICANN determines to press ahead, solutions are in place to protect trade mark owners and the internet users that depend on them.

Issues of Policy
MARQUES is represented on the Implementation Recommendation Team (IRT) which the IPC has formed at the request of ICANN to provide possible solutions to trademark issues raised in the new gTLD planning process.  
MARQUES agrees with the priorities set by the IRT as far as they have been published which it understands include:

 (1) How a centralised database or Clearinghouse of validated trade mark rights could remove the pressure and cost on trade mark owners of submitting the same data over and over again for verification at multiple registries;

(2) The possibilities of a Reserved Names List for Globally Well-Known Marks; 

(3) A Rapid Notice & Take Down / Suspension programme; and

 (4) The need for accurate registrant information. Indeed, in its comments on the First Draft Application guidelines, MARQUES called for ICANN to commission a centralized thick WHOIS.
MARQUES looks forward to commenting on the proposals that the IRT develops around these areas and hopes that ICANN and the IRT will have time to consider the recent proposals made by WIPO, available at http://wipo.int/amc/en/domains/ in relation to:

A) A Model Expedited (Domain Name) Suspension Mechanism for a reasonable fee; and

B) A Post-Delegation Dispute Resolution Procedure which suggests that registry operators could in certain exceptional circumstances be held accountable for contributory liability 
In regard to WIPO’s proposals, MARQUES believes that an Expedited Suspension Mechanism at the second level is essential to safeguard the interests of trade mark owners, whether implemented exactly as WIPO suggests or to another model. MARQUES also recommends that registry operators should be held accountable if they allow the registry to become a safe-haven for infringers – though whether this should best be addressed through a scheme operated by a third party like WIPO or through enhanced contract compliance enforced by ICANN, MARQUES is not yet certain.
Other matters initially raised by MARQUES in its comments on the First Draft Applicant Guidebook that it remains concerned about are set out below.
1)
The opportunity to consult with WIPO on the Legal Rights Objection Process. For example, MARQUES would like all panels to feature three panelists who are cogniscent with local law and fluent in the local language(s) of each party and for there to be both an initial mediation process and a final appeals process, as employed with success by Nominet in the UK;
2)
A requirement that all applicants should submit a detailed plan of the RPM they will employ Pre-Launch and Post-Launch specifically addressing:

· The type of Sunrise or Challenge Mechanism

· Policies covering: Character String Requirements; Charter Enforcement; Eligibility Cut-off Dates; Usage Requirements
· Whether there will be a Premium Names Scheme, how it will work and the process the applicant will use to ensure that protected terms can be removed from a Premium Names List at no cost
· Charter Enforcement or how the maintenance of Community IDs will be monitored

· How applications in the RPM selected will be validated and whether there will be an Appeals or Reconsideration process

· The cost to rights owners of participation in the Pre- and Post-Launch RPM which MARQUES hopes will be at “Cost plus”.
3)
MARQUES recommends that all applicants should be graded on the strength of their RPM in the same way as the Technical and Financial capabilities of applicants are to be scored. ICANN should fail an applicant with a low scoring RPM.

Other issues that MARQUES remains concerned about include:
· Whether ICANN should introduce a category of application for brand or trade mark owners. At the very least ICANN should clarify the Open vs. Community-based argument and explain how and when “the good of the internet community” will be taken into account;
· The issues of “Content Contention” if two or more applications are made with the same purpose (.pub and .bar) and “Symantec Contention” if two or more applications are made with variations of the same term (.voyage and .travel). Will ICANN develop policies to prevent such clashes which could undermine the commercial future of registry operators?
· Will ICANN reserve a challenge process for itself lest an application that endangers public order, for example from an extreme group, does not attract a challenge from a third party?  
· What is the ICANN policy for consultants and suppliers to the new gTLD process? MARQUES believes that no person or organisation supplying such services to ICANN during any part of the process should be involved in any application

If ICANN must press ahead with the new gTLD process, MARQUES urges ICANN to provide more certainty on process issues including precisely how the rebate system will work and the roadmap to the launch date. The current pattern of introducing minor delay after minor delay makes planning very difficult. Injecting additional time into the planning process and selecting a reasonable launch date – such as September 2010 – would assist many organisations in their planning and enable ICANN to benefit from more consultation. 
Finally, MARQUES emphasises its over-arching concern that ICANN should not proceed with the new gTLD programme until or unless it can implemented proper safeguards for trade mark owners.

Submitted for the MARQUES Cyberspace Team by Nick Wood, Council Member of MARQUES: nick.wood@comlaude.com 
13 April 2009
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