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Dear Sirs

Lovells LLP Comments to ICANN on the New gTLD Second Draft Applicant Guidebook
Introduction

Following publication by ICANN of a second Draft Applicant Guidebook on 18 February 2009 and the last ICANN meeting in Mexico City, Lovells LLP would like to make the following comments on the revised new gTLD proposal.  Lovells LLP is an international law firm with over 1800 legal staff worldwide and acts for numerous brand owners and Internet players.

The public comment period on the first Draft Applicant Guidebook which ran from 24 October 2008 to 7 January 2009 has sent a clear message to ICANN that the new gTLD initiative needed to be reconsidered and that some important issues, such as the protection of third party intellectual property rights, would have to be addressed in a more adequate manner.  

We acknowledge that this second Draft Applicant Guidebook is a sign that ICANN has given careful consideration to the comments submitted and constitutes an improvement of the proposed initiative.  However a number of important issues are outstanding and we would like to reiterate some of the comments and recommendations submitted to ICANN by Lovells LLP on 15 December 2008 in relation to the first Draft Applicant Guidebook and rights protection mechanisms as well as submit additional suggestions arising from the second Draft Applicant Guidebook. 

We would also like to stress that we still question the raison d'être for such a large scale expansion of the gTLD namespace in the proposed manner, rather than the previous staged opening of new gTLDs, often specific sponsored TLDs as we have seen in the past.  The current economic climate makes this all the more pertinent. 

1. Introduction to the application process
Having considered the new draft carefully we have noticed a number of elements for which we believe that the efforts made by ICANN and all those involved deserve to be applauded.  For instance the provision for a window of time between the posting of the results of the Initial Evaluation period and the close of the objection filing phase as well as the elimination of the comparative evaluation fee, which is now to be a deposit (to be returned if criteria are met by an applicant) are clearly steps in the right direction.

Lovells LLP also welcomes ICANN's initiative to clarify the issue of the refund of the application fee.  

However we note that the application fee has not been reduced and still think that it is too high.  In our opinion it would discriminate against new gTLD initiatives launched by certain categories of applicants such as charitable organisations or a '.brand' application restricted to employees of a company.  We believe that such entities should be eligible for a lower fee than that currently suggested. 

Secondly it is still unclear whether brand owners could qualify to file a community-based application and whether a corporation could be considered to represent a community consisting of a restricted population such as its customers or employees, despite ICANN's clarification in the new Draft Applicant Guidebook.  We believe that this issue should be further clarified in the next Draft Applicant Guidebook and that the creation of a third category of applications for brand owners should be given serious consideration, as explained further in the comments submitted by Lovells LLP to ICANN on 15 December 2008.   

Thirdly, the timeline of the new gTLD initiative is rather uncertain and we believe that it is crucial that this be clarified since it would help giving prospective applicants more visibility.  We recommend that a detailed schedule of milestones be made available by ICANN with regular updates as may be necessary.

2. Evaluation procedures
In relation to geographical names, whilst this concept has been clarified in the second Draft Applicant Guidebook, we believe that the scope of what is to be considered a geographical name should be established with a higher degree of certainty.  References are made to several lists of geographical names which, as the Draft Applicant Guidebook currently stands, are to be considered "as updated from time to time".  

The new version of the guidebook also specifies that in the event of any doubt, it is in the applicant's interest to consult with relevant governments and public authorities and enlist their support or non-objection prior to submission of the application, in order to preclude possible objections and pre-address any ambiguities concerning the string and applicable requirements.

Altogether the scope of the definition of geographical names is rather uncertain and potentially very broad-ranging.  We believe that ICANN should endeavour to achieve a higher degree of certainty in respect of geographical names and recommend that an exhaustive list of such names be established in order to ensure that prospective applicants have enough visibility when applying to operate a new gTLD.  A similar process was implemented by the European Registry of Internet Domain Names (EURid) for the launch of the .EU extension and we would recommend that ICANN considers this in the context of new gTLDs.

3. WHOIS
As highlighted in our comments of 15 December 2008, we are of the view that all new gTLD registries should provide "Thick WHOIS" rather than the “Thin WHOIS” as used for .COM for instance and whereby certain registrars ignore their contractual obligations to provide accurate WHOIS information.

Without such information being in a centralized new gTLD registry databases, brand owners and law enforcement agencies are put to additional time and cost in seeking to identify and track down infringing third parties and those carrying out criminal activities.

4. Dispute Resolution Procedures
We were pleased to see that ICANN had published a new set of revised, detailed procedures for Dispute Resolution in order to implement some of the recommended procedural mechanisms including:

· The possibility for a multiple panel for legal rights objections;

· The possibility, at the discretion of the Dispute Resolution Service Provider, for the consolidation of several objections to the same gTLD on the same grounds; and

· The fact that all communications should be filed electronically unless otherwise determined in the sole discretion of the panel.

We believe that further procedural mechanisms would be worth considering such as the possibility for an appeal procedure as suggested in our previous comments of 15 December 2008.

In particular, a post-delegation rapid take down procedure has much going for it, the UDRP is ten years old this year and was not designed for today's Internet, although it still has a crucial role to play.  As suggested in our previous comments, a more rapid, summary process is necessary, and there are already several public solutions proposed by WIPO as well as other interested parties' suggestions.  Given that this is one of the published priorities of Implementation Recommendation Team (IRT) whose work is ongoing it is prudent to await the draft report of 24 April and final report of 24 May 2009.  The value of quicker more cost efficient procedures in the new gTLD arena to combat blatant infringements is surely clear.  Indeed, the Nominet Summary Decision process for .UK, appears to have demonstrated this already, despite only being recently introduced since it is already more popular than their standard decision process.  Extension to .COM and other existing gTLDs would be welcomed in a second stage.  The benefits to brand owners must be tempered by a clear and safe mechanism to prevent abuse of what would be a very powerful tool.  

5. The need for stricter enforcement of contractual obligations of new gTLD operators

We would like to reiterate our comments made on 15 December 2008 on this particular issue as it is crucial that a particular emphasis be placed on new gTLD operators to carry out verification of a domain name applicant's eligibility meticulously and to sanction any failure to act accordingly.  The practice of recently launched sTLDs "opening up" to bring in more registrations and thus business is objectionable in our opinion and detrimental to the integrity and the credibility of the Domain Name System (DNS).  Therefore we would like ICANN to give further consideration to this issue. 

6. Rights Protection Mechanisms
The second Draft Applicant Guidebook seems to have failed to appease concerns of brand owners generally.  This is a complex issue, as ICANN has acknowledged.  In light of this, the ICANN Board of Directors decided, during its meeting in Mexico City, to create the Implementation Recommendation Team (IRT) which will be responsible for proposing "solutions to the overarching issue of trademark protection in connection with the introduction of new gTLDs", by "synthesising" the comments already received and collecting input from "the broader community, including WIPO".  

We would like to applaud the approach of ICANN's Board of Directors and its initiative to create a dedicated team of experts to address this crucial issue which has generated so many public comments.   

Lovells LLP would like to reiterate its recommendations made in the comments submitted to ICANN on 15 December 2008 in relation to possible routes to improve rights protection mechanisms in the context of new gTLDs.  In any event it is a necessity to reduce the need for expensive defensive sunrise registrations by brand owners across a multitude of new gTLDs (thereby directly assisting in the funding of each new gTLD) as it is to protect consumers from abuse.

Lovells LLP fully supports the work of the IRT, is actively participating in the process and remains committed to assisting with the identification and roll out of appropriate and balanced rights protection mechanisms as an essential element of each new gTLD.   We hope that the IRT Draft Report due to be published on 24 April 2009 will be a firm step in the right direction and its recommendations given due consideration by ICANN and the Internet community as a whole. 

Conclusion

Progress has been made as a result of the second Draft Applicant Guidebook and the dialogue instigated between ICANN and the community has so far been productive.  As acknowledged by Paul Twomey, President and CEO of ICANN in a video message of 4 February 2009 the process is not "completed by any means".  Therefore we hope that the work of the IRT and further dialogue between ICANN and the community will provide companies, organisations and individual consumers with a clearer vision of the new gTLD initiative so as to reinforce its public credibility and appeal. 

We hope that Lovells LLP comments will usefully contribute to the consolidation of the new gTLD initiative.

Yours faithfully,

David Taylor

Partner, Intellectual Property, Media and Technology
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