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Hogan Lovells Comments to ICANN on the New gTLD April 2011 Discussion Draft Applicant Guidebook
Introduction

Following publication by ICANN of the April 2011 Discussion Draft of the New gTLD Applicant Guidebook (AGB) on 15 April 2011, Hogan Lovells would like to make the following comments on the revised new gTLD proposal.  Hogan Lovells is an international law firm with over 2,500 lawyers and 44 offices worldwide, and acts for numerous brand owners and Internet players.

We welcome the opportunity to make further comments on the latest version of the Applicant Guidebook and we refer to our previous comments which can be found on the ICANN website at the URLs below:

http://forum.icann.org/lists/5gtld-guide/msg00048.html
http://forum.icann.org/lists/4gtld-guide/msg00047.html 

http://forum.icann.org/lists/tm-clear-15feb10/msg00017.html 

http://forum.icann.org/lists/urs-15feb10/msg00015.html
http://forum.icann.org/lists/ppdrp-15feb10/msg00002.html 

http://forum.icann.org/lists/draft-eoi-model/msg00260.html 

http://forum.icann.org/lists/sti-report-2009/msg00029.html 

http://forum.icann.org/lists/3gtld-guide/msg00096.html 

http://forum.icann.org/lists/2gtld-guide/msg00102.html 

http://forum.icann.org/lists/gtld-guide/msg00133.html
1. Comments on Rights Protection Mechanisms
In our comments on the previous version of the Applicant Guidebook we indicated that in our view the overarching issue of suitable Rights Protections Mechanisms (RPMs) for trade mark holders had not been sufficiently addressed and that more work was required before the new gTLD program could proceed.  Indeed, this has consistently been our position with regard to all of the versions of the Applicant Guidebook.

As we commented previously when one compared the original proposals from the Implementation Recommendation Team (IRT) on the overarching issue of suitable Rights Protection Mechanisms with those proposed in the fifth iteration of the AGB it was clear that there was a huge divergence between what the intellectual property community would like to see as a minimum level of protection and what ICANN proposed as a suitable level of protection.

In the April 2011 Discussion Draft of the AGB, this no longer appears to be the case and we are pleased to note that following extensive discussions between the ICANN Board and the ICANN Government Advisory Committee (GAC), the AGB has been substantially changed with regard to the proposed RPMs.

We now appear to be much closer to the original IRT proposals and we applaud ICANN for making these important and welcome changes.

1.1 Mandatory Pre-launch RPMs

We are very pleased to see that the pre-launch RPMs must now include both a Trademark Claims service and a Sunrise process.

This is a more reasoned approach and provides trade mark holders with the option of being able to be simply notified of the registration of a domain name consisting of their trade mark, rather than being forced to secure the domain name themselves during any costly Sunrise period.  It also puts applicants on notice of a potential trade mark issue, thus in effect helping them decide whether to proceed or not and thus, hopefully reduce the scope for potential and in fact unnecessary disputes down the line.  

The defined time limits for Sunrise periods of at least 30 days during the pre-launch phase and for the Trademark Claims service running for the first 60 days of the new gTLD opening for general registration are also welcomed.

Due to the relative ease with which Trademark Claims Notices can be sent to registrants and the equivalent notification sent to trade mark holders via the Trademark Clearinghouse, we would like to suggest that the Trademark Claims service be allowed to run in perpetuity for the life of the gTLD Registry.

There are two reasons for this.  The first reason is that a continual Trademark Claims service may have a beneficial impact on levels of infringing domain name registrations by reducing unintentional infringement by third parties unaware of existing rights.  It may also help reduce the number of unscrupulous third parties who would be tempted to use ignorance as a defence in any potential URS or UDRP action.

The second reason would be that the continued existence of the Trademark Claims service would significantly reduce the resources that trade mark holders would have to invest in monitoring domain name registrations in the greatly expanded domain name space that the new gTLD program will create.  A simple notification each time an infringing registration is made would be an extremely useful tool.  If the Trademark Claims service has value for 60 days that value should be retained thereafter.  If not we may simply see a 60 day period during which those with untoward intentions keep clear of the TLD in question and then commence applying as soon as that period is over.  

1.2 Substantive Evaluation
The issue of substantive evaluation has been a bone of contention ever since it was introduced as a concept for the pre-launch and post-launch RPMs in the February 2010 Revised Proposal for the Trademark Clearinghouse.  As we made clear in our comments to this proposal at the time and in our subsequent comments on DAGv4 and the Proposed Final AGB, the concept of substantive evaluation would allow for discrimination against the majority of trade mark registrations from jurisdictions outside of the USA.

The removal of substantive evaluation from the AGB is therefore very welcome.  We note that in place of substantive evaluation with regard to the Sunrise periods, the URS and the PDDRP, the AGB has introduced the concept of proof of use of the trade mark.  We appreciate the rationale behind this inclusion as it attempts to avoid the situation of trade mark squatters seeking to 'game' the Sunrise periods and secure premium domain names.  However, whilst we can understand the rationale, since trademark rights arise through registration rather than use, requiring proof of use on top of a trademark acquired in accordance with national law is potentially a denial of such a right and / or addittional cost for trademark owners to bear.

1.3 Uniform Rapid Suspension System (URS)

Turning to the URS, the April 2011 Discussion Draft of the AGB has made some welcome amendments to the previously proposed model and appears to have gone some way to re-instating the "rapid" element in the URS.

We welcome the move to replace the 5,000 word limit to the URS complaint with a Form Complaint that Complainants can easily and swiftly complete. 

As the URS is intended for those cases of infringement that are viewed as open and shut cases, the emphasis has now been correctly shifted away from detail and is focusing more on brevity as the facts of the matter should speak for themselves.  Likewise any response to a URS Complaint will also be limited to 2,500 words which is an improvement.

We also welcome the reduced timelines for the issuing of a decision under the URS following the submission of a response from 14 days to a maximum of five days.

A huge improvement to the newly proposed URS is the removal of the language which required the URS panelists to consider if there was a possible defence that could have been submitted by the Respondent in those URS cases where the Respondent defaulted.

In the previous AGB section 8.4 stated:

"the Complaint shall be dismissed if the Examiner finds that: (1) evidence was presented to indicate that the use of the domain name in question is a non-infringing use or fair use of the trademark; or (2) under the circumstances, and no Response was submitted, a defence would have been possible to show that the use of the domain name in question is a non-infringing use or fair use of the trademark."

The deletion of the latter part of this section removes the excessively high burden of proof on a complainant and no longer obliges an examiner to consider possible defences on behalf of a non-responding party.  

Additionally, in such default cases, the change of language limiting the Respondent to an initial six month period to submit a response with possible extension by a further six months upon request is also a welcome change to the previous AGB which gave a two year period in which to submit a response.  However, we feel that this is still unjustifiably long given the URS raison d’être and would recommend no more than 120 days.

The introduction of a limited "loser pays" model included for URS complaints that are filed for over 25 domain names is to be applauded as it is clearly targeting those unscrupulous third parties who actively engage in cybersquatting on a large scale.  Whether 25 is an appropriate number or not is difficult to say without knowing the analysis which has gone on behind the scenes to identify this number.

Therefore overall, the current proposed URS is now much closer to the original concept of the URS as envisaged by the IRT and we extend our thanks to the ICANN Board for remedying this situation.

1.4 Trademark Claims Service

The Trademark Claims Service is still restricted to notifications to would-be registrants where the application is identical to an included mark, thus failing to tackle cases of potentially infringing domain names that include other terms or are typosquats.  

As per our previous comments we think that this RPM should be based on broader matching requirements as otherwise it would fail to capture many instances of trade mark abuse.

1.5 Post-Delegation Dispute Resolution Procedure ('PDDRP')
We refer to our previous comments on the PDDRP and on the Proposed Final AGB and we note that the scope of the PDDRP is such that it still fails to capture recurring circumstances of wilful blindness which is regrettable.

We believe that to limit the scope of the PDDRP to affirmative conduct and thus to exclude wilful blindness will considerably reduce the benefit of the PDDRP and encourage situations where a party sticks its head in the sand to seek to avoid liability, as is too often the case.
2. Comment on Scale of the new gTLD Proposed rollout

Many of our clients have expressed concern over the potential cost of protecting their brands in literally hundreds of new gTLDs.  Whilst they RPMs that are currently being finalised will hopefully be pivotal in minimising abuse, the sheer scale of the rollout and the concerns this brings is an issue that is brough up time and time again.  These concerns would appear to have been mirrored to a large extent by the recent report which ICANN commissioned “Economic Considerations in the Expansion of Generic Top-Level Domain Names”.  The report clearly recommended that ICANN proceed with a limited introduction of new gTLDs and we fully support such an approach as being beneficial for all concerned.  It would help to ensure that the true costs and benefits can be assessed – and who will ultimately be forced to bear such costs and who ultimately will benefit.  The benefit to the public and Internet users needs to be clearly demonstrated, if it cannot be demonstrated prior to launch, then it needs to be demonstrated after an initial limited launch before proceeding further.  In addition the RPMs once finalised can then be tested and reviewed approprately.

3. .brand applications

It seems at this juncture in the new gTLD process that there is increasing interest from brand owners in potentially making an application themselves.  Having said this the majority of brand owners whom we advise are against the process and have yet to see the benefit of making such an application.  Whilst certain are embracing the opportunities this may bring, others feel forced into doing so in order to remain competitive.  Be that as it may, given that ICANN has specifically encouraged new gTLD applications from brands, it is disappinting that there is not a specific .BRAND category available, for essentially what may be closed or defensive registries.  There are certain exemptions now in place in this version of the guidebook, but we would specifically request that there is a separate catagroy defined as such as well as more clarification as to how businesses applying for a .BRAND should structure their application.

4. Conclusion

Hogan Lovells congratulates ICANN on the significantly improved Rights Protection Mechanisms in the new gTLD program in this latest version of the guidebook.  Clearly a lot of work has gone on since the beginning of the year.  It is pleasing to see that a number of the concerns of the intellectual property community have finally been addressed in an appropriate manner, and whilst concerns remain steps have clearly been taken to redress the balance.

It is perhaps unfortunate that it has taken a strong intervention by the GAC to ensure that the concerns of intellectual property rights holders have been taken into account in the new gTLD program, especially when one considers the levels of participation in the public comment periods to date and thus many do question whether commenting in such a forum is an efficient means to put forward constructive comments.
The April 2011 Discussion Draft of the AGB is a genuine improvement on previous versions with regards to Rights Protection Mechanisms and this is a definite move in the right direction for the new gTLD program to launch in a credible and satisfactory manner.

Yours faithfully,
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David Taylor

Partner, Head of Hogan Lovells Domain Name Practice
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