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News Corporation has been monitoring with great interest the process leading up to the issuance of the “New gTLD Program: Draft Applicant Guidebook” (DAG) and we thank ICANN for the opportunity to provide our views on this important issue.  

News Corporation is a global media company headquartered in the United States.  Its major wholly-owned subsidiaries include Twentieth Century Fox, Harper Collins, Dow Jones, Fox Cable Networks, Fox News, Fox Interactive Media (including MySpace -- one of the largest social networking sites and one of the most trafficked sites on the Internet), News International, News Limited, Sky Italia and StarTV.   News Corporation companies are owners of and promote their offerings (e.g. films, audio/visual programming, books, property and newspapers) under numerous globally recognized and famous trademarks, including Fox, 20th Century Fox, FX, MySpace, The Wall Street Journal, Dow Jones, Barron’s, Harper Collins, New York Post, Page Six, The Times, The Sunday Times, The Sun and The News of the World.  All of News Corporation companies are actively engaged in the advertising, marketing, promotion and/or distribution of their respective offerings via the Internet and invest substantial human and financial resources in the development, protection and enforcement of their respective brands and related offerings on a worldwide basis in an effort to protect consumers from confusion and fraud.  

INTRODUCTION

Although it appears that ICANN is firmly committed to implementing its new gTLD program in 2009, there are many unanswered questions relating to whether sufficient evidence of demand or need for new gTLDs exists, and, if so, whether now is the time to be launching such a costly and expensive initiative given the current economic climate.  In light of the foregoing, we ask that ICANN reconsider its decision and delay the new gTLD launch until further global studies are conducted supporting the demand for new gTLDs at the macro level and/or scale back the launch to only “sponsored” community TLDs that have broad support from the affected community.  

Assuming that the new gTLD program proceeds in one form or another, the introduction of new TLDs (potentially unlimited in number) poses two major challenges to brand-owners such as News Corporation companies, namely the protection of their brands at both the top and second level.  The effect of a confusingly similar top-level or second-level domain to an existing brand has potentially dangerous economic and legal repercussions to News Corporation, users of the Internet and the general public at large.  Indeed, the very existence of an extension comprised of a brand would have highly dilutive and damaging effects on that brand and could be used in an abusive and deceptive manner to commit fraud upon Internet users.  Moreover, the potential introduction of these new TLDs should not place an undue human and financial burden on brand-owners.  Therefore, it is essential that additional safeguards specifically aimed at preventing abusive registrations and undue human and financial hardships should be adopted by ICANN to protect consumers and allow brand owners to continue to focus their resources on providing the public with innovative and compelling offerings.  

While we appreciate that ICANN  has considered issues of importance to brand-owners, and the DAG sets forth several built-in mechanisms to protect brands at both the top-level and second-level, more needs to be done to protect against brand abuse.    

PROTECTION AT THE TOP-LEVEL:

The Legal Rights Objection procedure set forth in the DAG appears to be the sole means that a trademark owner has at its disposal within the ICANN process to prevent the introduction of a new TLD that infringes, dilutes, or otherwise harms or weakens an owner’s mark and/or that will threaten to cause confusion or fraud upon consumers and the public.  We believe additional measures and clarifications are needed, including: 

1. Broadening the scope of the “Top-Level Reserved Names List” to allow for the inclusion of well-known trademarks.

2. Making the application process more transparent to provide trademark owners the ability to adequately and effectively ensure that they can protect their brand through the objection process if necessary.

3. Requiring applicants to demonstrate that there is sufficient market demand for the new TLD based on agreed upon objective criteria to ensure the sustainability and reliability of the TLD, thereby protecting registrants against registry failure.

4. Broadening the scope of the evaluation process to include:

a. An independent review of the applicant’s market demand analysis to ensure that it is based on sound research and information;

b. A review of proposed gTLDs against existing trademarks to avoid potential infringement, dilution or other harm to existing marks and to prevent potential confusion or fraud upon consumers and the public at large; and  

c. An investigation of an applicant for past domain name abuse.

5. Allowing objectors to consolidate into a single proceeding (for a single fee) objections if there are multiple applications for a TLD string that infringes, dilutes, or otherwise harms or weakens a single mark (or a family of closely related marks).
  

6. Stipulating that the decisions of a dispute resolution panel from a dispute resolution service provider are binding rather than advisory on ICANN and that a party filing a Legal Rights Objection, or any other objection, is not barred from challenging in court ICANN’s decision regarding the application that was the subject of the objection.

7. Developing and implementing a “blacklist” whereby a trademark that is the subject of a successful objection is placed on a list from which all future applications must be reviewed to ensure that they are not infringing on the trademark that was the subject of the objection.  

8. Eliminating auctions as a process of resolving competing string applications.  Such a system is an inappropriate mechanism for resolving disputes between competing legitimate trademark owners for several reasons, most notably its inherent benefit to dominant players.   

9. Adopting a post-allocation objection process.

PROTECTION AT THE SECOND-LEVEL

We are disappointed that ICANN has failed to set forth in the DAG any new, accessible, low-cost and efficient mechanisms or policies to prevent abusive registrations at the second level that infringe upon, dilute, or otherwise harm a brand-owners mark and/or that threatens to cause confusion or fraud upon the public at large in a new gTLD either pre- or post-launch.   ICANN has relied almost exclusively on new gTLD applicants to design, disclose and implement pre-launch rights protection mechanisms of their own choosing to prevent abusive registrations at the second level in a new TLD.   The only post-launch measure currently available to brand-owners to prevent abusive registrations at the second level in a new domain is the existing Uniform Dispute Resolution Procedure (UDRP).  In the existing gTLD environment, the UDRP has proven to be an efficient and cost effective tool for brand-owners to redress post-launch abusive registrations in the second-level of a TLD.  However, in an environment of hundreds or thousands of new gTLDs the efficiency, cost effectiveness and the utility of the UDRP to brand-owners will be challenged significantly, if not undermined completely.  The human and financial resources necessary to monitor abusive registrations and protect and enforce trademark rights of brand-owners both pre- and post launch in such an environment will be staggering.  Among other measures, ICANN should:

1.
Require that all new TLDs implement a standard and effective pre-launch rights protection mechanism that would allow trademark owners to block their marks from being registered at the second-level

2.
Prevent the use of “premium pricing” schemes for second-level domain names corresponding to or related to a well-known trademark.  

3.
Require that new TLDs limit fees, if any, in any pre-launch rights protection mechanism to actual cost recovery. 

ADDITIONAL CONSIDERATIONS 

We have long advocated for effective enforcement by ICANN of its agreements with contracted parties, and recognize recent progress made by ICANN.  However, the introduction of new gTLDs will result in a massive strain on ICANN’s enforcement resources.  Therefore, prior to the introduction of new gTLDs, ICANN should demonstrate its commitment to ensure meaningful enforcement of agreements, including Whois obligations consistent with existing contracts, with hundreds of new contracted parties.  Without such a commitment and the demonstrated dedication of substantial new resources to back-up that commitment, the obligations imposed on contracted parties will be meaningless.  

Also, we seek clarification as to whether the price controls that apply to domain names will be preserved.  We believe that prior to the consideration of the elimination of price controls, ICANN must demonstrate that there are meaningful market mechanisms to ensure that prices will be controlled by market forces.  
CONCLUSION

In any economic climate the increased human and financial costs that would be incurred by brand-owners through the introduction of hundreds to thousands of new gTLDs  would be significant.  These costs and the resulting economic burden are compounded by the current economic crisis and may require brand-owners such as News Corporation companies to divert human and financial resources from other pro-growth strategies that are essential now more than ever, including, from our perspective, efforts to provide our consumers with compelling content through legitimate innovative online business models.  ICANN should seriously reflect on the economic realities prior to launching the application process.  Finally, we believe strongly that additional effective safeguards for trademark owners, consistent with our comments above, must be adopted in order for ICANN to give due respect to international and national laws on trademark protection.    

We would like to again thank ICANN for the opportunity to provide comments on the DAG and look forward to working with ICANN staff going forward.  

� Decisions on consolidation of objections into a single proceeding are currently left to the discretion of the dispute resolution service provider.





