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Marques thanks ICANN for the opportunity to comment on the first draft of the New gTLD Applicant Guidebook.

Introduction to MARQUES

MARQUES is the European Association of Trade Mark Owners, representing the interests of intellectual property owners and the communities that identify with and trust their marks across a region that has over 600 million inhabitants.

MARQUES members feature over 750 trade mark professionals. The goal of the Association is to assist brand owners in the management of their trade marks and to provide an effective platform for the representation of their interests.

MARQUES members spend many hours dealing with domain name matters. MARQUES has estimated that its members together own upwards of 2 million domain names, many of them gTLDs.  MARQUES membership accordingly constitutes a very substantial component of the Internet Stakeholder constituency 

For further information, consult www.marques.org. 
MARQUES calls on ICANN to consult more widely and to react to the recession

The ICANN new gTLD initiative has stimulated debate producing both support and criticism amongst MARQUES members. On each side of this debate there is the strongly held feeling that the process can be improved if ICANN undertakes a broad programme of research amongst users of domain names to qualify the demand for new gTLDs and to assess the economic impact, positive and negative, that they will have. MARQUES believes that if ICANN did this, using panels of neutrals to gather evidence in person plus professional market research of a representative sample of internet users which includes leaders of Small, Medium and Large Businesses, as well as the owners of the most popular websites in various jurisdictions, it would receive feedback that would enable it to improve the process and reduce risk and cost. 
In suggesting this, MARQUES acknowledges that ICANN has undertaken research but this has primarily been amongst the narrow band of organisations that can be characterised as the “family of ICANN” which features many organisations with vested commercial interests in the New gTLD process. 

During a time of global financial downturn, MARQUES believes that ICANN should be listening and responding to the market rather than leading it so aggressively. The consequences of rushing ahead could undermine the stability of the internet. No-one wants registries that fail or an ICANN that has lost credibility.
Therefore MARQUES urges ICANN to respond appropriately to the change in the world economy since it started this process and to postpone the broad introduction of new gTLDs, pending independent market research. In the short term, ICANN might go ahead with up to 50 Sponsored or Community-Based applications. This strategy would meet ICANN’s goal of introducing competition and diversity into the domain name system: it would double the number of gTLDs amongst which would be IIDN registries but would not place a heavy burden on business or lead to confusion amongst internet users. 
MARQUES will continue to contribute fully, both as a member of the Intellectual Property Constituency and in its own right to the new gTLD process. For example, MARQUES supplied speakers from major trade mark owning corporations for the Paris Open Meeting and sponsored the publication of “The Perfect Sunrise?” booklet. However MARQUES urges ICANN to slow down, to take account of the recession and to listen carefully to voices outside its own family. 

The detailed comments below, which address specific points raised by ICANN in the Draft Applicant Guidebook, are mostly focussed on the impact the process will have on the protection of the rights of others. They are provided in the hope that ICANN will step back from the process as currently outlined to a more orderly introduction that in reflecting real-world economics, offers greater stability.
The Objection Process

Trade mark owners need a well-designed objection process and are pleased that ICANN has selected WIPO to manage Legal Rights Objections. MARQUES has a number of points to make about the LRO process:

· MARQUES would like WIPO to embark on a process of interactive consultation with the IP community so that as it develops its processes, it can take account of the needs of users. This was the technique WIPO employed when developing the concept of the UDRP. 

· The Legal Rights Objection process will not be used by trade mark owners if they must waive their rights to go to a court to challenge ICANN’s decision on an application. MARQUES does not believe this is the intention of ICANN but the current drafting is ambiguous.
· The UDRP features a process which allows the complainant and the respondent to select one or three person panels. MARQUES commends this process to ICANN for LRO.

· Several ccTLD operators including Nominet, the operators of .uk, have a reasonably priced appeals process with a three person Appeals Panel. There are well-documented inconsistencies in UDRP decisions which an appeals process would help to even out. MARQUES would like a credibly valid appeals process included in LRO.

· As outlined above, some ccTLD operators offer a free period of mediation following the submission of a complaint. MARQUES believes this could be to the benefit of the new gTLD process, especially  if applicants were allowed one opportunity to select an alternative “reserve” character string and in so doing, to avoid conflict.

· The selection process of the panelists is crucial to the success of the LRO. MARQUES would like at least one of the panelists assigned to a case to be trade mark qualified in the jurisdiction of the complainant and to be fluent in the local language.

· MARQUES believes that there would be greater consistency in decisions if the LRO process featured a small number of professional experts appointed for a fixed term to chair all three person panels and appeals.

· MARQUES supports the idea that all LRO complaints, responses and decisions should be published and maintained online at an indexed site.
· If a trade mark owner succeeds in lodging a LRO to protect a trade mark, MARQUES believes that no other applications for the character string should be allowed for a period of at least three years.
· A trade mark owner could be faced with several applications that apparently infringe a registered right. In these circumstances, MARQUES recommends that the LRO process should allow for the consolidation of multiple objections into a single proceeding. This will speed up the process and save monies.

· If the final decision of a DRSP, preferably after an appeals process, is not binding on ICANN, then why should MARQUES members elect to use the LRO process rather than the courts?

· For the sake of consistency, MARQUES recommends that WIPO is the sole provider of LRO services for a period of at least five years. However, WIPO’s performance and the efficacy of the LRO process should be the subject of an Annual Review that allows interested parties to submit comments.

Pre-Launch Rights Protection Mechanisms

MARQUES recommends that applicants should be required to include in their application a detailed plan setting out the RPM they will employ. This plan should as a minimum require applicants to describe the Pre-Launch Rights Protection Mechanism the applicant will employ, for example:
· The type of Sunrise or Challenge Mechanism

· Policies covering: Character String Requirements; Charter Enforcement; Eligibility Cut-off Dates; Usage Requirements

· How applications in the RPM selected will be validated and whether there will be an Appeals or Reconsideration process

· Policies for globally famous trade marks defined for the sake of the New gTLD process as registered in more than 25 jurisdictions

· The cost to rights owners of  participation in the Pre-Launch RPM

During the Evaluation Process, the Pre-Launch RPM that applicants propose using should be scored in the same way as the Technical and Financial capabilities of applicants are scored. If ICANN wants stable registries, is there any reason why ICANN should not fail an applicant with a low scoring RPM?

MARQUES believes that Pre-Launch RPM in the new gTLD should be operated on a cost-recovery basis and that applicants should be required to demonstrate in their financial plans that income derived from rights owners seeking to protect their intellectual property is not essential to the running of the registry.
MARQUES supports the idea of an ICANN-sponsored initiative to create and maintain a single online database of validated registered rights which can be used by registry operators and rights owners to make the launch process smoother and more cost-effective. This idea offers many possibilities. MARQUES is willing to discuss any role that it can play in the creation of this database with ICANN. 
Post-Launch Rights Protection Mechanisms

MARQUES recommends that applicants should be required to include in their application a detailed plan setting out the Post-Launch RPM they will employ. This plan should as a minimum require applicants to describe:
· The Name Allocation systems to be used in a Landrush or similar scheme 

· Whether there will be a Premium Names Scheme, how it will work and the process the applicant will use to ensure that protected terms can be removed from a Premium Names List at no cost
· Whether there will be a scheme that allows rights owners the defensive entitlement to block terms including their IP rights permanently for a reasonable fee

· Charter Enforcement or how the maintenance of Community IDs will be monitored

· The cost to rights owners of participation in the Post-Launch RPM

During the Evaluation Process, the Post-Launch RPM that applicants propose using should be scored for compliance with these conditions in the same way as the Technical and Financial capabilities of applicants are scored. ICANN should fail an applicant with a low scoring RPM.

The UDRP was designed to tackle the abusive registration of character strings that infringe registered trade mark rights. MARQUES believes that the new gTLD process gives ICANN the opportunity with the assistance of organisations like WIPO to introduce a process so that legitimately registered domain names that facilitate other forms of intellectual property infringement such as the sale of counterfeit goods can be suspended at the registry level through an expedited procedure for a reasonable cost. There are lessons from the “Notice & Take Down” procedures operated by ISPs in this regard that could safeguard the interests of registry operators implementing such suspensions.
The provision of accurate, up to date information on registrants through an effective WHOIS service is vital in an environment where there could be many hundreds of new registries. MARQUES believes that all applicants should be required to provide full registrant information (Thick Whois) and to provide an expedited mechanism so that incomplete or inaccurate records can be challenged and cancelled within a reasonable time frame if found to be inaccurate. Some ccTLD registries such as Nominet offer “Gone Away” processes that are effective in this regard.

MARQUES recommends that each registry operator should be mandated to offer a Privacy Service allowing registrants to mask their identities. However, the registry must offer a reasonably priced expedited service to support third parties and rights owners who need to access the registrant. MARQUES does not believe that ICANN Accredited Registrars should be allowed to offer Whois Privacy protection services in the new gTLDs. 
Final comments

In addition to the above comments which are focused on IP concerns, MARQUES has some further questions:

· Has ICANN considered creating any other formal categories of applicant, to feature alongside Community-based and Open registrants, namely Trade Mark owners? MARQUES believes brand owners would benefit from an application stream for businesses. 
· To what extent will “the good of the internet community” be taken into account when evaluating an application?

·  There could be “Content Contention” if two or more applications are made with the same purpose. Does ICANN see content contention as just another feature of enhanced competition or is it concerned that it could weaken the viability of registries?
· Has ICANN considered strengthening the Change of Control requirements prohibiting a successful applicant from selling on a new gTLD for e.g. five years? Registrants and the internet community need consistency. 
· Will ICANN reserve a challenge process for itself lest an application that endangers public order, for example from an extreme group, does not attract a challenge from a third party?  
· What is the ICANN policy for consultants and suppliers to the new gTLD process? MARQUES believes that no person or organisation supplying such services to ICANN during any part of the process should be involved in any application

Finally, MARQUES urges ICANN to provide more certainty on the costs including application fees and rebates and time-scales.
Submitted by MARQUES
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