Caroline Chicoine
c/o ICANN

4676 Admiralty Way, Suite 330

Marina del Rey, CA 90292

RE: Implementation Recommendation Team Draft Report
Dear Caroline,

I would like to congratulate you and your colleagues on the Herculean effort that the Implementation Recommendation Team (IRT) has undertaken in producing its initial draft report.  I respectfully submit these preliminary constructive comments in an attempt to assist the IRT in resolving the outstanding trademark issues surrounding the new gTLD Draft Applicant Guidebook.
I. IP Clearinghouse

I have previously advocated the use of a Right Holder Verification Process to help expedite the processing of Sunrise launches and as part of an Expedited Domain Suspension Policy (EDSP) 
. A cornerstone of this verification process was a decentralized process in which multiple qualified entities could be accredited by ICANN to verify such data. This free market approach in which multiple providers would be able to provide their service to the global trademark community was modeled on the original UDRP framework that similarly recognized multiple administrative dispute providers. 

It appears, however, that the IRT has opted for a single centralized IP Clearinghouse. While this solution provides a greater degree of simplicity to registrars, registries and trademark owners, the creation of a single global IP Clearinghouse as proposed by the IRT does raise some potential public policy considerations that will likely have to be addressed by the ICANN Government Advisory Committee (GAC) as outlined below. 

A. What “Rights” Can Be Included in the IP Clearinghouse

The IRT states that the IP Clearinghouse is not designed to “create additional legal rights”
 but then suggests that the IP Clearinghouse could hold information on a broad range of rights. Specifically, in footnote #1 (page 8), the IRT envisions the IP Clearinghouse potentially holding data related to “Designations of Origins, Geographical Names, Family & Personal Names, etc.” Protecting these classes of rights has previously been analyzed in great detail by the World Intellectual Property Organization as part of their Internet Domain Name Process.
 Given that lack of global consensus on some of these issues, is it appropriate to include these classes of rights into the IP Clearinghouse database?

Given the narrow mandate of the IRT by the ICANN Board concerning the “overarching issue of trademark protection”, would it not be more prudent to exclude these additional rights thus minimizing any potential public policy considerations in other international fora?  While the entity administering such a database might like to capitalize upon the additional revenue associated with these data submissions, opening this IP Clearinghouse database to this broader range of rights is likely to raise additional public policy concerns within the GAC. Any additional scrutiny by the GAC on this issue, independent of any final resolution one way or the other, will likely add several additional months to the new gTLD process.
B. Communication Format with IP Clearinghouse

On page 8 of the IRT’s compendium, it states that “most communication” with the IP Clearinghouse will be electronic. Could the IRT elaborate on what types of communications would not be electronic? It is respectfully submitted that any and all communication between registrations authorities and the IP Clearinghouse exclusively be electronic using the EPP protocol. This will help minimize the cost of implementation for registrations authorities. While the IRT notes the importance of minimizing any “unnecessary or undue costs” to trademark owners, the IRT should also endeavor to minimize any implementation costs to registration authorities.

C. Funding of IP Clearinghouse


The IRT report seems to imply that the IP Clearinghouse will be funded exclusively by trademark owners that pay an annual fee for having their data verified and stored in the database. Some potential IP Clearinghouse solution providers in an effort to apparently gain support within the registration authority community has touted how their solution would be  at “no-cost” to registrars and registries and totally self funded by the trademark applicants. However, some commenter’s have suggested that there should be no direct cost to trademark owners and that either ICANN and/or registries/registrars should fund this initiative. Could the IRT please provide in greater detail their view of how the IP Clearinghouse should and should not be funded?
D. Watch Service

The IRT proposes that the IP Clearinghouse provide a “Watch Service.” Given that there are already existing services within the marketplace that provide similar services, can the IRT explain any ant-trust implications this might raise, and any competition analysis that they undertook prior to making this recommendation. Specifically, the exclusive contract (monopoly right) that a vendor will have in operating the IP Clearinghouse will provide that vendor with a competitive advantage in the marketplace to bundle/tie Watch Services to IP rights verification/storage. This would be a competitive advantage that other current service providers would not have. 
Additionally, in describing the Watch Service the IRT makes references to “applications.” Can the IRT elaborate on whether they envision the implementation of a waiting period prior to the registration of a domain name, or would the Watch Notice go out only after the domain name had been registered. This nuance has potential substantial implications on the existing domain name registration marketplace for registries, registrars, and registrants.

E. Principles Governing the Operation of the IP Clearinghouse

1. Renewable Outsourced IP Clearinghouse Contract
The first principle listed by the IRT regarding the operation of the IP Clearinghouse states that “[t]here should be one IP Clearinghouse operated by an outsourced agency under a renewable multi-year contract with ICANN for at least five years.”  Could the IRT expand upon their use of the word “renewable,” specifically does the IRT envision a preferential renewal term as ICANN accredited registries now have in their registry contract? 
While the broader ICANN community has debated whether the exclusive contractual rights that a registry operator obtains from ICANN constitute a monopoly, there is no question that the proposed global IP Clearinghouse would constitute a monopoly service. Unlike potential registrants that have a choice in the TLD they register their domain name, a prospective registry operator has no choice. They MUST use the IP Clearinghouse.  Therefore the award of this contract to a potential for-profit company is likely to raise substantial public policy concerns. These public policy concerns are further heightened if the costs of operating the IP Clearinghouse are shifted to registries and registrars, particularly those from developing countries.
Additionally the use of the word “outsourced” suggests that ICANN would retain overall authority/control over this IP Clearinghouse database. Would it not be more appropriate for ICANN as a technical coordinating body to defer this function to a more suitable and qualified  international organization?  

2. Neutral Service Provider
The second principle states that the IP Clearinghouse should be “operated by a neutral service provider not affiliated with any party contracted with ICANN.” Does the IRT consider this recommendation to potentially preclude an existing/future ICANN accredited administrative dispute provider from providing this service? Although these administrative dispute providers do not have “contracts” with ICANN, informal discussions with at least one IRT member indicated that his/her interpretation of this provision would bar existing/future administrative dispute providers from providing this service. Could the IRT as a whole please provide greater detail in their final report on the interpretation of this recommendation? 
3. Costs of Operating the IP Clearinghouse

The fourth proposed principle governing the IP Clearinghouse operations states that the cost to a rights holder should be “reasonable” taking into account the “complexities of the platform and the liabilities of the IP Clearinghouse provider.”  Could the IRT explain why they appear to be favoring a for-profit entity recognize a reasonable profit in connection with the operation of the IP Clearinghouse, while they seek to impose a cost recovery model upon the URS dispute provider (see recommendation on Page #25)?
4. State of the Art Facilities

The IRT states that the IP Clearinghouse “should probably support EPP.”  At a minimum the IRT should mandate that the IP Clearinghouse utilize the EPP protocol for all communication between registration authorities.

F. International Recognition and Adoption of the IP Clearinghouse

ICANN has no authority to impose consensus policies upon ccTLD operators. However, one of ICANN’s initial and probably most notable successes over its history has been the UDRP. Over the last decade a significant number of ccTLDs have adopted UDRP like dispute mechanisms. If ICANN and the global trademark community are going through the time and effort to compile an IP Clearinghouse database, would it not be prudent to do so in a manner that maximizes the potential use of this database beyond just gTLDs, especially if it has IDN functionality built into it.
However, if this database is perceived as being owned by ICANN or a for-profit company under contract to ICANN, this is likely to impede acceptance of the IP Clearinghouse database within the broader ccTLD community. In fact ICANN’s insistence on pursuing legal presences outside the US is based in part upon certain ccTLD operators that have allegedly refused to enter into an agreement with a California not-for-profit corporation. Given these international dynamics, would it not be appropriate for the IRT to recommend a neutral international recognized organization to independently operate the IP Clearinghouse to spur international adoption?
II. Globally Protected Marks List (GPML)
A. Purpose of the GPML
The IRT states that the GPML is to provide protection to “globally well-known and protected marks.” While I support and have previously advocated a GPML like mechanism, I believe the IRT has potentially opened up Pandora’s Box and the potential for this list to morph into a default global famous mark list, which of course would raise its own set of public policy concerns.  

It is understandable that the IRT has proposed objective criteria that focus primarily on the number of global trademark registrations a rights holder has obtained. However, I respectfully submit the universe of the GPML should be focused exclusively on those rights holders that have been subject to broad, repeated and systematic abuse of their rights within the domain name system, not just rights holders that have compiled a list of trademark and domain name registrations. Or more succinctly stated, if a certain class of rights holders do not have a problem, why is the IRT going through the effort to solve a problem that does not exist, or which can be handled through existing mechanisms.
While the GPML criteria proposed by the IRT may be convenient for a for-profit entity that might secure the rights to operate the IP Clearinghouse, by having a trademark paralegal merely tick the boxes. It is more appropriate for qualified trademark experts to make a determination of what marks are included/excluded from the GPML. While it is important to have objective criteria to guide/assist an expert determination, any such final determination cannot be reached by merely relying upon objective criteria. By involving a trademark expert in the decision making process, trademark owners that have been subject to broad, repeated and systematic abuse of their marks within the DNS could potentially be eligible for inclusion on the list notwithstanding some purely arbitrary and objective criteria.  

Just to be clear, I am not proposing doing away with the draft objective criteria that the IRT has proposed, although I do believe it needs to be amended. Instead, I am advocating the inclusion of additional criteria going to the wide spread and systematic abuse of the mark within the DNS. These combined factors would then enable a qualified trademark expert to make such a determination. 

B. GMPL  Requirements

One of the IRT objective recommendations is the “registration of the second level name identical to the GMP in 50 TLDs.” Instead of a fixed hard coded number of TLDs given the potential expanse of the domain name space, would it not be more appropriate to make this a percentage of all TLDs.

C. Timing of GMPL

The IRT recommends that the GMPL be validated and compiled before ICANN publishes the RFP to allow potential applicants to take the GMPL into consideration should they choose to do so. Given that ICANN has recently announced a projected Q1-2010 submission date, do these requirements potentially bias existing infrastructure providers against those providers that might want to wait for the ICANN Board to make a final determination prior to investing the time and resource to pursue such a project.

D. Scope of Protection Afforded to GMP at the TLD Level

While I support the IRT’s recommendation that “all applicants that fail Initial Evaluation based upon a finding of string confusion should have the opportunity to request reconsideration,” failure for ICANN to adopt this specific recommendation in connection with the other GPML recommendations may lead to some unintended consequences. Specifically, mere inclusion on the GMPL could function to block prospective applicants from securing a TLD, without providing that prospective applicant the ability to rebut the initial. The reason for this potential concern is because Section 2.1.1.1.which the IRT references states: 

In the simple case in which an applied-for TLD string is identical to an existing TLD, the application system will recognize the existing TLD and will not allow the application to be submitted.
To demonstrate my concerns consider the following actual experience from Afilias’ launch of the .INFO TLD in 2000. Afilias utilized a Sunrise Process whereby qualified trademark owners were able to register their mark as a domain name prior to general registration if they met certain qualifying criteria. During the Sunrise phase a dairy farm in New Zealand with a national registration for the mark YAHOO registered YAHOO.INFO. Afilias was contacted by Yahoo!  the globally famous and well known Internet company regarding this matter. However, given that the national trademark registration by the New Zealand dairy farm was in full compliance with the terms and conditions of the Afilias Sunrise process, there was nothing that Afilias could do under the terms of their contract.

With this fact pattern as a backdrop let us assume hypothetically that YAHOO! was to seek inclusion of the mark YAHOO onto the GPML list. Although I have previously raised concerns about including marks on the GPML that would meet merely the objective criteria as proposed by the IRT, this application would also meet the heightened standard of review that I have proposed regarding proof of actual systematic and wide spread abuse within the DNS.  Assuming that Yahoo!’s application to include Yahoo on the GPML was granted, what would happen if the New Zealand dairy farm sought to apply for a .YAHOO TLD? Would the wording of Section 2.1.1.1 which states that ICANN “will not allow the application to be submitted” prevent the prospective TLD applicant from applying for a TLD or would it merely be a rebuttable presumption that the applicant could overcome?

The need to hard code a legitimate fair use defense provision into the DAG is of heightened concern when one considers a number of globally well known and famous marks which are also subject systemic and wide spread cybersquatting abuse within the DNS, but which involve marks that are also commonly used words and phrases, e.g. Apple, Time, Sun. 

While I fully support and personally advocate a safeguard to prevent high profile brands from applying for a TLD for purely defensive reasons, the IRT must be true to its mandate about not creating new rights for trademark owners through this process. The IRT must be mindful that trademark law does not grant a trademark holder a monopoly over that mark, but merely the right to exclude others from using it in connection with specific goods and services in a manner that is likely to cause confusion within the marketplace. 
III. Standard Sunrise Process

The IRT recommends that “legal rights must be capable of being authenticated and must be recognized under the laws of the country in which the registry is organized.” What is the purpose of this restriction limiting the recognition to the laws of a country in which a registry is organized? By of example, dotAsia is a Hong Kong not-for-profit corporation, but during its start-up stage it provided for a broad range of Sunrise registrations rights based upon each of the countries within the Asia region.  Perhaps the IRT might wish to re-word this recommendation so as not to prohibit a registry from doing the right thing, if it serves a global community beyond just the country in which it is incorporated.
IV. Post Launch Second Level Protection Mechanism
The recommendation of the IRT regarding post-launch Watch Services states that a rights holder would be notified when a third party seeks registration of a second level domain name. The use of the phase “seeks registration” again seems to imply the IRT envisioning some type of waiting period between a registrant seeking to apply for a domain name, and that registrant actually being able to register/use it. If the Post Launch Watch Service is based purely on registrations that are processed by a registry then access to the TLD zone files should be sufficient to provide this service. However, if the IRT envisions some type of waiting period, then each individual registry will need to make special arrangements to transfer to the IP Clearinghouse operator a special set of data to process these pending applications.

V. Draft Uniform Rapid Suspension (URS)

At the outset I would like to acknowledge my personal support for an expedited suspension process which I have previously publicly advocated.  The IRT has provided a framework for the global Internet community to engage in a constructive dialog regarding this important component which the IRT has proposed to be part of their tapestry of solutions.
A. Burden of Proof

The IRT talks about changing the burden of proof associated with a URS procedure to correspond to the special type of URS cases in which there is “no genuine question as to the infringing or abusive use.” However, as the NAF submission to the IRT points out:
The URS has all the earmarks of what the UDRP stood for at its inception: quick, cheap dispute resolution of “easy” cases. If the UDRP has strayed so far from its roots that the IRT is proposing it be scrapped in favor of a more streamlined model (and there are easily places the UDRP could be streamlined), perhaps it’s time to take another look at the UDRP, rather than providing a new process that has not been vetted and discussed by the Internet community as a whole.

B. Single Third Party Provider

The IRT recommends a single URS administrative dispute provider, however, does not explain in great detail the basis for this recommendation
. In fact, the concerns about potential bias by a URS provider that might also potentially serve as a UDRP administrative dispute provide would logically seem to favor permitting multiple URS dispute providers. Notwithstanding an aversion toward single points of failures in any system, if each UDRP dispute provider was to also be accredited as a URS dispute this would minimize the probability for any bias and/or potential conflict.

The IRT apparently believes that a specific URS dispute provider would jeopardize its professional reputation to generate some additional revenue by rejecting URS filings to get to the more financially profitable UDRPs filings.  I personally find that hard to believe, but if the URS was open to all qualified UDRP administrative dispute providers, the market provides the most efficient safeguard. Trademark owners will just file with a different URS administrative dispute provider, if they feel that URS administrative dispute provider is not doing a good.

C. Specific Recommendations to Narrow the Time Window for a URS Resolution

1. The IRT should eliminate the need for a written opinion. WIPO has dispensed with the requirement for a written decision in a number of administrative disputes mechanisms. Dispensing with this requirement will shave several days off the turn-around from initial submission to final determination. The existence or non-existence is of no significance as all judicial proceedings are de nova.
2. The IRT should eliminate the need for sending a certified letter to the registrant. This just adds to the costs and delays the prompt resolution of the dispute.
3. While seeking to balance the rights/interests of domain name registrants, the IRT should consider bifurcating the notice period given to registrants based upon the duration of the registration, e.g. 10 days for registration greater than one year, 5 days for a registration of less than one day.

D. Ombudsman

Could the IRT elaborate on the proposed URS Ombudsman? For example, is the URS Ombudsman be funded by ICANN or the URS administrative dispute provider?

E. Minimizing Potential Gaming by Both Complainants and Respondents

This subject area will probably require the greatest amount of input from the broader global Internet community. While I look forward to this constructive debate, it is my personal belief at this time that each party to the proceeding should be required to pay some fee that would enable a loser fee pays arrangement.  In light of this new financial burden imposed upon all registrants, there should be sometime of nominal penalty imposed upon those unsuccessful complainants given that this procedure is designed for only the most blatant and obvious types of cybersquatting. Merely requiring the unsuccessful trademark complainant to pay for the administrative proceeding is not enough to discourage overly zealous attorneys from trying to fit a square peg into a round hole. 
VI. Post Delegation Dispute Resolution(PDDR) Mechanisms
I have personally advocated the creation of a Post Delegation Dispute Resolution Mechanism. However, I will reserve the right at this time to provide more detailed comments on this proposed mechanism later in the IRT consultation process in light of present time constraints.

VII. Thick Whois

I personally support this proposal provided that there are adequate safeguards to comply with applicable date protection laws/regulations. I strongly believe that if the IRT is going to address Thick Whois they also need to address standardized proposals for Proxy registration services. 

VIII. Algorithm

I have repeatedly opposed the use of the ICANN Staff Million Dollar Algorithm as being inconsistent with the broader “confusingly similar” standard as originally adopted by the GNSO counsel. However, if ICANN staff insists upon the use of this million dollar tool to merely assist trademark experts in making a proper decision, then I support the proposed IRT recommendations.

Thank you again for you and your colleagues’ hard work under less than generous time restraints. I look forward to a continued constructive discussion regarding the resolution of this important overarching issue within the broader Internet community. Should you have any questions or comments please do not hesitate to contact me
Best regards,

Michael D. Palage
� See DAG#1 comments �HYPERLINK "http://forum.icann.org/lists/gtld-guide/msg00113.html"�http://forum.icann.org/lists/gtld-guide/msg00113.html� and PFF Artice �HYPERLINK "http://www.pff.org/issues-pubs/pops/2009/pop16.3gTLDgonogo.pdf"�http://www.pff.org/issues-pubs/pops/2009/pop16.3gTLDgonogo.pdf� 


� IRT Draft Report (Page 6)


� See WIPO First Internet Domain Name Process �HYPERLINK "http://www.wipo.int/amc/en/processes/process1/report/index.html"�http://www.wipo.int/amc/en/processes/process1/report/index.html� and WIPO Second Internet Domain Name Process �HYPERLINK "http://www.wipo.int/amc/en/processes/process2/index.html"�http://www.wipo.int/amc/en/processes/process2/index.html�.


� See footnote #5 page 23 of the IRT draft report. 





