AIM submission to public comments on the ICANN Implementation Recommendation Team (IRT) report
Background

ICANN plans an unlimited expansion of new top-level domain names (TLDs) in 2010 and beyond, and developed a process to assess applications for new TLDs with tests for financial and technical robustness. Because the potential impact on trademarks was not sufficiently taken into account the ICANN board established a small group in March 2009: the Implementation Recommendation Team (IRT). It was charged to produce (in a short time frame) trademark protection measures suitable for immediate implementation as part of the new TLD application process.  The IRT published its first draft report in April 2009 and its final report on 29 May 2009.
The report has five proposals:
1. IP Clearinghouse, Globally Protected Marks List and associated rights protection mechanisms, and standardized pre-launch rights protection mechanisms;

2. Uniform Rapid Suspension System (“URS”);

3. Post delegation dispute resolution mechanisms at the top level;

4. Whois requirements for new TLDs; 

5. Use of algorithm in string confusion review during initial evaluation.

Support

AIM supports the general drift of proposals in this report. It is vital that the interests of the users who ultimately pay for the Internet are taken into account.  It is unacceptable that “externalities” of cost are forced upon neutral third parties because ICANN chooses to award a new contract.  Trademark mechanisms such as those mentioned will help reduce the cost of these externalities.

AIM Comments

1. IP Clearinghouse 
1.1 Zero cost to submit

The need for an IP Clearinghouse (to support abuse and fraud prevention systems) is driven as a result of the domain name applicant’s business opportunity. The costs of abuse prevention should be down to the applicant registry and included within the application fees.

The report recommends that: “The cost to a trademark owner of placing and maintaining a record in the IP Clearinghouse should be reasonable. The annual cost of maintaining a portfolio of records in the IP Clearinghouse should not be prohibitive for a trademark owner with many names/brands, taking into account the complexity of the platform, the costs of validating trademark records from every country in the world and the potential liabilities of the IP Clearinghouse operator.” 

AIM supports this objective but continues to recommend that the costs should be zero to the trademark holder for submission. However, should zero not be achievable then there should be cross-subsidisation from ICANN’s applications fee budget to minimise these costs which are likely to be substantial.
1.2 Validation

AIM recommends this be done every three years not annually.

Watch service

1.3 Equal access for  other watch services

AIM supports
Globally Protected Marks (GPM) list

1.4. The threshold to qualify as a GPM
The report recommends more study on this issue.

AIM supports.

One option would be simply 100 registrations of the identical word mark. 
1.5. The qualifying date

The report recommends “All trademark registrations must have issued on or before November 1, 2008”.  This means that more recent trademarks cannot be considered for GPM protection until such time as ‘they change the date’ which does not make sense.  Some trade mark registries have backlogs of several years delaying registration so disadvantaging the owner. 
AIM recommends a simplification: accept all current registrations.
1.6 Which marks? – extend to “contains identical”
The report recommends that marks on the GPM could block identical domain names.

This means for instance that .LEGO would be blocked but .LEGObricks would not. 

AIM understands the problems in including a similarity test here but recommends the simple inclusion of the identical mark or a string containing the identical mark. A solution which only involves identical domain names has very little benefit for trademark owners.

1.7 Which marks? – extend to “associated identifiers”

We need to be a smart as the fraudsters. Today, it is not just the principal trade mark that is used (and abused) as an on-line identifier eg “Philips” for electronic goods. Other types of principal online presence are used (and abused) as associated with the principal trade mark eg “sense and simplicity” associated with Philips.

GPM protection should be extended to these “associated identifiers” once the principal trade mark has qualified for GPM status. 

1.8 Which marks? – extend to “marks with strong regional presence”

The proposed criteria for a GPM requires trade mark registration in all five ICANN regions. This ignores the fact that even companies with global trade marks also use some trade marks widely but only in certain regions. These trademarks are also subject to abuse. GPM protection should be extended to “marks with strong regional presence.” This possibility was discussed earlier by the IRT and should be reconsidered.
1.9 What if it all fails? – “defensive applications”

There will inevitably be cases where the proposed trade mark protections are not sufficient. There will still be abuse. Bad faith applicants may argue successfully about their right to a TLD string that is identical or similar to a trademark, claiming at the time a legitimate right, and then go ahead and abuse that name.  The only way to be 100% certain is a fast track system for a “defensive application”. Such an application should be open to any registrant with a GPM but would not pre-suppose use of the TLD. Thus the financial, technical and other use-related criteria would be waived, the application fee substantially reduced, and the TLD awarded but placed on permanent “hold” status. 

(If the owner then wanted at a later date to use the TLD, they would have to pay the fees previously waived and be subject to the usual technical, financial and other use related criteria). 
2. Uniform Rapid Suspension System (URS)

2.1 The URS
AIM supports this system.
2.2 Who pays?

The report recommends a system of shared costs. Loser pays systems are most effective in preventing abuse.

AIM recommends a loser pays system for the URS.

3. Post delegation dispute resolution mechanisms at the top level

3.1 Support

AIM supports this safeguard.
4. Whois requirements for new TLDs; and

4.1 Yes to a “thick” WHOIS

This resource is too important to leave to non-involved third parties.  It also makes any application of privacy laws more effective.
AIM supports the recommendation for a “thick” WHOIS.
5. String confusion

5.1 Visual test is inadequate
There is a reason why standard trademark evaluations are on three criteria: visual, aural and concept. This 3-point evaluation has stood the test of time: it is done everyday in trade mark offices around the world. The IRT recommendation is that the algorithm with its inadequate visual test only be used to identify those strings that require the application of further analysis.

AIM supports this IRT recommendation and urges the further analysis includes the three tests of visual, aural and concept. 
AIM

AIM is the European Brands Association. It represents the branded goods industries in Europe on key issues which affect the ability of brand manufacturers to design, distribute and market their brands. AIM’s membership groups 1800 companies of all sizes through corporate members and national associations in 22 countries. These companies are mostly active in every day consumer goods. They employ some two million workers and account for over 350 billion Euro in annual sales in Europe alone. AIM's mission is to create for brands an environment of fair and vigorous competition, fostering innovation and guaranteeing maximum value to consumers now and for generations to come.
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