[image: image1.png]Lovells




ICANN
- 2 -
30 March 2010


	
	Lovells LLP

6 avenue Kléber

75116 Paris

T  +33 (0)1 53 67 47 47

F  +33 (0)1 53 67 47 48

	
	Avocats au Barreau de Paris

Toque No: J033

	
	

	30 March 2010


	

	
	Our ref 
PADWT/977481.2


	Mr Rod Beckstrom

Mr Peter Dengate Thrush

Internet Corporation for Assigned Names and Numbers ('ICANN')


	


Dear Sirs

Lovells LLP Comments to ICANN on the Trade mark Post-Delegation Dispute Resolution Procedure ('PDDRP').
Lovells LLP is an international law firm with over 1800 legal staff worldwide and acts for numerous brand owners and Internet players.  We appreciate the opportunity to comment on the PDDRP revised proposal (the 'Revised Proposal').

We recognise and appreciate the considerable efforts made in order to reach consensus.  We support the Trademark PDDRP as being a valuable tool to assist in the protection of IP rights and encourage responsible behaviour on the part of new gTLD Registry Operators.  

We are in agreement with a large part of the latest Revised Draft, which itself has evolved from the mechanism proposed by the Implementation Recommendation Team which considered in detail the excellent proposal of the World Intellectual Property Organisation (“WIPO”) of 5 February 2009.  

We would like to submit the comments below which we feel need to be taken into account for the PDDRP to adequately fulfil its proposed role and ensure that those good faith registries do not have to compete with others not adhering to their respective charter or who act in bad faith. Whilst the Revised Draft does retain some of its teeth so to speak there is a clear danger that its potency has been diluted.

The effectiveness of the PDDRP may in the future be measured more by its non use than actual use.

1. Requirement for affirmative conduct
The Revised Proposal requires a complainant to establish that the registry is guilty "of affirmative conduct in its operation or use of its gTLD string" in order to prove bad faith.

We consider that this is too high a burden of proof as a registry could well harm a complainant's interests through its passive conduct (e.g. a registry turning a “blind eye” to significant infringement, or a failure by a registry to take steps against infringements which have been notified to it).  Whilst the PDDRP is not intended to be used against Registry Operators that may have infringing domain names within their TLDs where such Registry Operators do not have a bad faith intent to profit from those infringing names, it should be used where a Registry Operator is behaving irresponsibly and irresponsible conduct may not necessarily be affirmative conduct.  There is thus no justification for this requirement of "affirmative conduct" given inaction on the part of a registry could result in equally detrimental consequences.  Lovells LLP thus recommends that this requirement for "affirmative conduct" be dropped and replaced by "conduct".  As to what type of conduct should be included, we would suggest ICANN sets out a non-exhaustive list, similar to what can be found in the UDRP, covering and including such conduct as turning a blind eye / wilful blindness, intentionally inducing, knowingly permitting which would assist in providing the necessary clarity on what would be considered as improper or bad faith behaviour on the part of a Registry Operator or affiliate.

2. Requirement of clear and convincing evidence
At the top and second levels, the Revised Proposal requires a complainant to establish a registry's bad faith "by clear and convincing evidence".  We believe that such requirement is placing an overly  heavy burden on complainants and that the PDDRP would fail to capture many examples of systemic registration of infringing domain names or use of a gTLD for an improper purpose.  We believe that the parties should be on equal footing and therefore that the standard of proof which should be adopted is that of "preponderance of the evidence" which is the burden of proof in the proposed Registry Restrictions Dispute Resolution Procedure (RRDRP).  

3. Scope of the PDDRP at the second Level 
The Revised Proposal requires that a complainant establishes a pattern of bad faith registration of multiple domain names provided that it is in relation to the same trade mark. 

We believe that this will lead to the exclusion of many cases of systematic registration of infringing domain names targeting different trade marks, and we therefore recommend ensuring that the scope of the PDDRP includes the possibility for a complainant to succeed if it establishes a pattern of bad faith on the part of a registry or any related party (including affiliated registries or registrars or related registrants) in relation to domain names infringing several marks.  Lovells LLP recommends that a pattern of conduct should include the definition adopted by the majority view of WIPO panelists in the UDRP, namely that a pattern of conduct can consist of multiple domain names which are similar to different known trademarks.   

4. Limitation to Complaint and Response
The Revised Proposal does not set a limitation of the number of words or pages that a response should contain whereas it limits the length of a complaint to 5000 words or 20 pages. 

Lovells LLP believes that this could give registries an unfair advantage and that the parties should be on equal footing like under the UDRP as provided by article 10 (a) and 10 (b) of the WIPO Supplemental Rules for Uniform Domain Name Dispute Resolution Policy.  Lovells LLP calls for ICANN to impose the same word limits on both complaints and responses in the context of the PDDRP. 

5. Costs
We believe that there are numerous uncertainties as to the cost of the PDDRP. Indeed, the proposition that the costs will be estimated to cover the administrative fees and are intended to be reasonable does not provide potential complainants with enough visibility at the present time.

Lovells LLP calls for ICANN to determine with a sufficient degree of precision what the costs of a PDDRP will be prior to finalisation of the Applicant Guidebook.

6. Discovery and hearings
The Revised Proposal is giving an option to PDDRP Panels to request discovery and hearings. We are of the opinion that the PDDRP is not the right forum for this kind of procedural features, but if necessary and at the discretion of the Panel, such requests or a hearing could be contemplated.  Such exceptional circumstances may be if significant monetary sanctions are considered and / or termination of a Registry Agreement.   

Such procedural features would likely increase the cost of the procedure and should not therefore be the norm.

7. Remedies
The Revised Proposal underlines that a recommended remedy cannot be the deletion of the registration as domain name registrants are not part of the proceeding. However, we are of the view that since the expert will be able to recognise that there are infringing domain names, it should also recommend that infringing registrations be deleted.  This would also be justified in light of the contractual chain between ICANN, the Registry Operator, the registrar and the registrant.

In addition, the Panel should be authorised to recommend the deletion of the domain name when the registrant is also the registry or where the registrant is in one way or another connected with the registry. 

We also recommend that further remedies should be considered such as suspension of the infringing domain names or publication of the PDDRP decision on the websites to which the respective domain names point.

8. The Panel
The IPC is of the view that the Provider should appoint a Panel consisting of three members by default and not one given the importance of the potential finding to the business of the Registry Operator.  This is in line with the IRT Recommendations.

9. The role of ICANN in the PDDRP

This particular issue has seen considerable alterations since the IRT recommendation for a PDDRP, the version of the PDDRP introduced in the Draft Applicant Guidebook Version 3 ('DAG 3') and remodelled in the Revised Proposal.  The issue touches on the fundamental question of the responsibility of ICANN in enforcing contract compliance against registries. The IRT recommended that ICANN should be involved at the outset of the PDDRP, upon a trade mark owner's complaint, with an obligation to investigate the alleged breach, and if no resolution were forthcoming, by initiating the PDDRP in which the trade mark owner would take part.  ICANN’s role has evolved and in this Revised Proposal ICANN’s role is very different from that proposed in the IRT recommendations and in fact is now only at the end of the process where it will have to, bar extraordinary circumstances, enforce the Panel Determination.

If the original IRT recommendation as to the role of ICANN is not supported, and we are not aware of public comment to this effect, Lovells LLP would like to stress the importance of ensuring that the responsibility of ICANN to enforce contract compliance is not adversely affected by the PDDRP.  On the contrary, ICANN should undertake in the PDDRP and the Draft Applicant Guidebook Version 4 ('DAG 4') that the PDDRP shall in no way replace its contractual compliance responsibilities and that ICANN will be under a strict obligation to use all enforcement mechanisms available under the respective Registry Agreements.   Ideally, if ICANN has removed itself from the role the IRT intended for it in the PDDRP, then it should have a clear form available on the ICANN website for compliance issues in connection with Registry Operators to be accepted and investigated.

It is fundamental to stress that the PDDRP should only be a complement to ICANN's core responsibility to encourage responsible behaviour by new gTLD Registry Operators and that the launch of new gTLDs necessitates that ICANN be particularly active in enforcement efforts in this respect.  It is clear that a substantial increase in new Registry Operators (with associated significant application fees) necessarily means an increased burden both on ICANN to enforce, and trade mark owners to be ever more vigilant against trade mark infringement. 

In addition, Lovells LLP considers that the draft Registry Agreement should include provisions acknowledging the PDDRP and mirroring the provisions of the PDDRP to maximise its impact and ensure its effectiveness.

Finally, we are of the opinion that ICANN should have the option to solicit the assistance of a PDDRP Panel at its discretion or initiate a PDDRP of its own accord, without the need for a trade mark owner complaint, with a view to assessing the most appropriate enforcement measures in a particular case. 

Conclusion

Lovells LLP strongly supports the need for a Trademark PDDRP, indeed we think that it is vital given the impending launch of new gTLDs to have such a mechanism in place.  However, there is a clear need for it to be a predictable and balanced procedure.  It must be an effective deterrent thereby seeking to prevent registries from straying from their charter or encouraging, allowing or wilfully ignoring systemic registration of infringing domain names (or systemic cybersquatting) or otherwise setting out to use the gTLD or allow it to be used for an improper purpose.   There have been examples of such behaviour in existing gTLDs so this is far from hypothetical.

The PDDRP should thus ensure that those good faith registries do not have to compete with others not adhering to their respective charter or who act in bad faith.  Its effectiveness therefore may be measured more by its non use than actual use.

We think that the Revised Proposal is at variance from the IRT version and whilst it does retain some of its teeth so to speak there is a clear danger that its potency has been diluted in the current draft.  

The goal of us all is for technically feasible, fair and affordable solutions applicable globally to allow new gTLDs to flourish and protect consumers, not turn into havens for consumer abuse.

Yours faithfully,

David Taylor

Partner, Intellectual Property, Media and Technology and head of Lovells Domain Name Law Practice
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