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Dear Sirs

Lovells LLP Comments to ICANN on the Proposed Rights Protection Mechanims in new gTLDs
Lovells LLP is an international law firm with over 1800 legal staff worldwide and acts for numerous brand owners and Internet players.  We appreciate the opportunity to comment on the issue of rights protection mechanisms for intellectual property.

In short, we are fully behind the proposals of the Implementation Recommendation Team (“IRT”).  These are balanced solutions to difficult issues, and were designed as such.  They were a compromise not a negotiating position.  Many of our clients have indicated that they would like to see stronger RPMs in place than that proposed by the IRT.

Due to the current consideration within the GNSO of the creation of an IP Clearinghouse being a database of validated trademarks to be utilised by new gTLD registry operators in implementing either an IP Claims service or Sunrise process during TLD launch; and the creation of a Uniform Rapid Suspension process for use in clear-cut, blatant cases of trademark infringement we have little comment on these, save to restate our support of the IRT recommendations.   The only specific comment is that the current wording proposed by ICANN Staff for consideration by the GNSO and for potential inclusion in a future Draft Applicant Guidebook and the new gTLD Registry Agreement suggests that the Trade Mark Clearinghouse and the URS proposed by the IRT would not be mandatory for new gTLD registry operators but rather a matter of best practice.  Lovells would strongly recommend that such mechanisms be made compulsory as the issue at stake is fundamental.  There does not seem to be any justification for leaving it to each registry operator's discretion to adhere to such mechanisms.  The result of it being best practice only could allow bad actor registries to avoid implementing these proposals, which are specifically designed to tackle the bad actor registries, and as such could put implementing registries at a competitive disadvantage.

Although part of the IRT recommendations, we note that the GPM List has been omitted as an RPM and is neither in DAG v.3 nor does it appear to be included for consideration here. Neveretheless, we feel that the GPM List should be reconsidered, given that it was the most requested solution in previous comments to previous versions of the Draft Applicant Guidebook with a view to avoiding thousands of defensive registrations, unnecessary court proceedings, UDRP proceedings and URS cases.

The recognition on the part of ICANN that trade mark holders must have some form of suitable rights protection within the new gTLD program is reflected in the third version of the Draft Applicant Guidebook, with the inclusion of the Trade Mark Post-Delegation Dispute Resolution Policy (PDDRP), as proposed by both the ICANN Implementation Recommendation Team (IRT) and the World Intellectual Property Organisation (WIPO).

Lovells considers that while its inclusion is encouraging news for brand owners, a number of the provisions of the Draft Applicant Guidebook do not reflect the suggestions of the IRT or WIPO which we believe are necessary to ensure that an appropriate balance is struck to ensure a satisfactory level of protection for brand owners. 

Firstly, the suggested version of the PDDRP does not take into consideration several recommendations of the IRT.  We believe that it is essential to have a preliminary review of the complaint by ICANN prior to submission of the complaint to the dispute resolution provider.  It was a finding of the IRT that “the obligation for addressing post-delegation disputes between ICANN and the contracted registry properly rests with ICANN”.  

Secondly, concerning the grounds which a complainant could rely upon in order to initiate and succeed in a PDDRP, we believe that those suggested by the IRT report would tackle potential bad faith practices on the part of registries more efficiently. 

Thirdly, the PDDRP as proposed by the IRT is a potentially powerful tool against a Registry Operator that is misbehaving.  As such it needs to have apppropriate mechanisms to counter and seek to prevent abusive filings by overzealous trademark owners, the IRT went to great lengths to ensure such mechanisms were in place.  Examples include pre-paid fees set at an amount to cover the provider's cost as well as the Registry Operator's cost should the Registry Operator prevail. In addition, if a Panel finds that the complaint was “without merit” the complainant would be further penalised – the clear aim of this was to seek to avoid spurrious claims against Registry Operators.  Given the importance of any Panel decision and potential impact on the business of the Registry Operator we would also suggest that three member Panel’s are obligatory.

Importantly, we would also like to see measures taken prior to the launch of new gTLDs to deal with the increased use of proxy and privacy registrations which is significant in the existing domain name space, as identified by ICANN’s recent “Study on the Prevalence of Domain Names Registered Using a Privacy or Proxy Service among the Top 5 gTLDs” of 28 September 2009.

Whilst it is clear that there can and is justifiable reasons for using a privacy or proxy service, their use by bad actors for unlawful purposes is becoming more and more prevalent and significantly hinders the identification of those bad actors and thus the prevention of intellectual property abuse, phishing and fraud.  If this issue is not dealt with appropriately prior to the launch of new gTLDs the scale of use for unlawful purposes could spiral out of control and the efficacity of proposed RPMs will be undermined.

Conclusion

If new gTLDs are to be introduced, suitable RPMs must be a mandatory precondition and integral part of any new gTLD launch and measures need to be taken before the launch of new gTLDs to deal with the current and significantly increased use of proxy and privacy registrations in the existing domain name space, hindering the identification of bad actors and thus the prevention of intellectual property abuse, phishing and fraud against consumers. 

The goal of us all is for technically feasible, fair and affordable solutions applicable globally to allow new gTLDs to flourish, not turn into havens for consumer abuse. 

Yours faithfully,
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David Taylor

Partner, Intellectual Property, Media and Technology and head of Lovells Domain Name Law Practice.
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