



The International Anti-Counterfeiting Coalition (the “IACC”) welcomes this opportunity to comment on the important issues associated with the proposed trademark protection mechanisms outlined in the report of the recommendations of the Special Trademark Issues Review Team (“STI-RT”) as part of the proposed enlargement of global Top-Level Domain Names (“gTLDs”). 

The IACC is the largest multinational organization exclusively advocating the interests of companies concerned with product piracy and counterfeiting.  Our members consist of approximately 150 corporations, trade associations, and professional firms and collectively earn total revenues of over $650 billion.  The intellectual property owners represent a cross-section of industries, consisting of many of the world’s best known companies for the various products that they develop, manufacture and distribute in the entertainment, automotive, pharmaceutical, motion picture, consumer goods, personal care, apparel and other product sectors.  These members regularly conduct intellectual property enforcement efforts in scores of countries around the world.

The IACC supports the overall thrust of the STI-RT report.  The IACC is impressed with the results and considers it a serious effort to arrive at consensus on intellectual property protection measures to be applied in the new gTLD space.  There are some exceptions.
First, the IACC believes the Trademark Clearinghouse as modified by the STI-RT will effectively emasculate the effectiveness of this proposed intellectual property protection mechanism.

In particular, the Trademark Clearinghouse should have broader application, as described in the Special Trademark Issues report and the minority reports of the Business Constituency and At Large Advisory Council.  Limiting this remedy to an exact match on the trademark seriously undermines the effectiveness of the proposed clearinghouse.
Typosquatting and use of a trademark in tandem with generic dictionary words would not be captured by the Trademark Clearinghouse as outlined in the STI-RT.  Trademark owners’ experience with abuse of the domain name space in existing gTLDs and use of these abusive domain names to market counterfeit merchandise indicate that these are key omissions which will undermine the proposed Trademark Clearinghouse.


For example, the addition of one letter or number, or the insertion of a word describing the goods or services offered by a trademark owner (e.g. “replica” or “warez”) represent incontrovertible infringement of the underlying trademarks and represent a signficicant amount of the online counterfeiting activity with which the IACC membership is concerned.  A review of UDRP decisions in existing gTLDs demonstrate that this is the case.  See, for example, TAG HEUER S.A. v. Blume D2004-0871 (WIPO Dec. 9, 2004) (faketagheuer.com, replicatagheuer.com, tagheuerreplicas.com); Louis Vuitton Malletier, S.A. v. Derdena FA1178961 (NAF May 28, 2008)(louis-vuitton-replicas.net) .

A decade’s worth of experience with the Uniform Dispute Resolution Policy also teaches that the proposed Uniform Rapid Suspension (“URS”) mechanism should incorporate additional provisions to make it more effective.  The IACC repeats its position stated in prior submissions on the DAG that a loser pay approach be adopted.  The proliferation of UDRP complaints demonstrates that bad faith registrants have no motivation to avoid such proceedings or to transfer in response to informal demands.  A system where the loser pays should be a useful deterrent.  The proposal currently provides penalties for abuse by trademark holders or examiners, but not registrants.
The proposed URS requires the trade mark owner to prove “clear and convincing” evidence that the registrant lacks a “legitimate interest” in the domain name. This must be changed to make the registrant prove that it has a legitimate interest to a name that is identical or confusingly similar to the complainant’s trademark.

In summary, we urge ICANN reconsider the scope and effectiveness of the proposed Trademark Clearinghouse and to make the foregoing modifications to the URS.
Very Truly Yours,
J. Andrew Coombs
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