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AIM submission to public comments on the ICANN new gTLD program report on Special Trademark Issues recommendations 
Background

ICANN plans an unlimited expansion of new top-level domain names (TLDs) in 2010 and beyond, and developed a process to assess applications for new TLDs with tests for financial and technical robustness. Key overarching issues such as trademark protection remain unresolved to date. Accordingly ICANN commissioned in 2009 an Implementation Review Team (IRT) which made certain recommendations.  ICANN subsequently formed a Special Trademark Issues (STI) Review Team which considered staff proposals on the policy implications of the IRT recommendations. The STI team published its report on December 11 and ICANN put it out for public comment until 26 January 2010. Details are here:
http://www.icann.org/en/public-comment/#sti 
About AIM
AIM is the European Brands Association. It represents the branded goods industries in Europe on key issues which affect the ability of brand manufacturers to design, distribute and market their brands. AIM’s membership groups 1800 companies of all sizes through corporate members and national associations in 22 countries. For more see footnote or www.aim.be 

AIM’s position on the STI recommendations
AIM has serious concerns about the recommendations for the following reasons.

1. ICANN’s role as a guardian of the public’s trust

Cybersquatting, phishing and fraud have increased under ICANN’s watch. The Internet is a potentially dangerous place to conduct business. ICANN’s Board is obligated to ensure its actions do not cause further harm. But to date it is brand owners that have born the costs of preventing this harm by costly defensive registrations and UDRP actions. These are costs that are an externality to the business model of the registry but born by third parties. The IRT recommendations set out to mitigate this unfairness but sadly a combination of ICANN staff and the domain supplier interests seems to have weakened the proposals during the GNSO process.  AIM is concerned that the ICANN Board is therefore not fulfilling its role as a guardian of the public’s trust. 

2. Trademark Clearinghouse – fails to solve the problem it was intended to address

Brand owners are faced with a poor choice: spend money uselessly in more defensive registrations or suffer from the loss of consumer trust resulting from infringement of their brands. The past tells us that the existing rights protection mechanisms are insufficient. The future will only be worse unless action is taken.

The current proposal for a Trademark Clearinghouse is that it is not a rights protection mechanism but only a database. Without the link to the IRT proposal of the Globally Protected Marks List (GPML) it does not address the trade mark issues the Board intended to address.

Required improvements

2.1 Support post-launch trademark claims 

AIM supports the positions of the  Business Constituency (BC) and At-Large Advisory Committee (ALAC) to use the Trademark Clearinghouse for rights protection mechanisms. ICANN must require all new gTLD operators to provide a rights protection mechanism after launch. This will deter cyber-squatters and other fraudsters. 

2.2 “Identical Matches” are insufficient protection

The STI Recommendations propose that the Trademark Clearinghouse notice or sunrise registration procedures apply only to "identical matches."  This provides little protection to brand owners.  Most cyber-squatting is not an identical match but a near match intended to confuse. This proposal is a gift to the fraudster. Good practice already exists. It is practical and not a burden to the registry as  .EU, .TEL and .ASIA proved.

2.3 Proposal for eligibility via substantive review introduces regional bias

The current proposal (5.2.i) requiring the possibility of “a substantive review” to prove eligibility for the clearinghouse ignores the absence of such possibilities in jurisdictions such as the entire European Union. This is a significant oversight and the proposal must be removed. 

3. Uniform Rapid Suspension System (URS)

The URS has the potential to be an important remedy for abusive domain name registrations.  Sadly, the current recommendations, make it a weak remedy.

Required improvements

3.1 Make it a loser-pays model

A system where the loser pays is an effective deterrent.  The proposal currently and very oddly provide penalties for abuse by trademark holders or examiners  but not by registrants.  This ignores the 10-year experience of the UDRP. 

3.2 A URS decision should be binding for life not a few months

The current URS remedy is to block a domain and later release it. This is absurd as it will perpetuate a cycle of cyber-squatting.

3.3 Appeals are unnecessary

The clue is in the word. The URS is intended to be a Uniform Rapid Suspension System. Including an appeals mechanism runs contrary to that.  Like the UDRP an aggrieved party should have the right to go to court.  

3.4 URS standard of proof is unsound

The current URS requires the trade mark owner to prove a negative. It requires “clear and convincing” evidence that the registrant lacks a “legitimate interest” in the domain name. This must be changed to make the registrant prove that it has a legitimate interest to a name that is identical or confusingly similar to the complainant’s trademark.
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