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Comments by InterContinental Hotels Group 

on the

Specific Trademark Issues Work Team Recommendations

InterContinental Hotels Group PLC (IHG), the world’s largest hotel company (by number of rooms), appreciates the opportunity to submit comments on the Special Trademark Issues review team (STI) recommendations with regard to trademark protection mechanisms for the new gTLD program.  IHG represents over 4,200 hotels across nearly 100 countries operating under seven primary hotel brand names.  IHG properties accommodate more than 160 million hotel stays annually in more than 620,000 rooms.  

As indicated in comments we submitted with regard to the Implementation Recommendation Team's (IRT) Final Report, we are extremely concerned that attempts at brand abuse and online fraud will increase significantly upon the introduction of an unlimited number of new gLTDs, increasing the cost to legitimate companies to protect their brands and potentially threatening the stability of the Internet.  We were encouraged by the process adopted by the STI of meeting with and considering the comments of various stakeholder groups – including the Commercial and Business Users Constituency.  However, the recommendations released on December 11, 2009 represent, in our view, a step backward from the IRT Final Report in developing a useful tool for rights-protection mechanisms.  

Currently, IHG must deal with the registration of scores of domain names each month, that are not authorized by IHG, using some variation of an IHG brand or trade name.  The process of tracking down each of these registrants and pursuing them is an expensive and time-consuming effort.  However, it is essential to preserving the integrity of our brands and the confidence of our guests.  IHG currently has over 1,500 registrations of domain names in the current 11 TLDs that were filed for purely defensive purposes.  Without the implementation of adequate Rights Protection Mechanisms (RPMs) for trademark holders prior to any gTLD launch, that number will increase exponentially.  

We continue to believe that a cost-effective and user-friendly Trademark Clearinghouse, along with a workable top-level rights-protection mechanism, an effective Uniform Rapid Suspension process and a “thick” WHOIS model are critical elements that must be in place before new TLDs are brought on line.  

We concur with the Minority Position in the Initial Report on Specific Trademark Issues By the Commercial and Business Users Constituency.  In addition, IHG submits the following specific comments on the STI recommendations:

Trademark Clearinghouse

IHG supports the concept of instituting a third-party organization to protect the rights of trademark owners.  However, the Trademark Clearinghouse (TMC) as proposed by the STI will do little to accomplish the stated goal.  The limited scope of the match, and the fact that contracting parties will only be required to use the TMC during Sunrise Periods or "pre-launch TM Claims" services, prevent the TMC from serving as a viable entity for protecting trademarks.  

The domain name abuse we have experienced usually involves adding words or phrases to our brand names or other trademarks or utilizing typo-squatting.  We have experienced individual cyber-squatters who have registered hundreds of domain names containing variations of IHG trademarks, and we have had to deal with such unauthorized uses.    With the release of the new TLD’s we fear that that the registration by cyber-squatters of massive numbers of domain names containing IHG trademarks, or variations thereof, could be a regular occurrence. 

An effective Watch Service under the TMC must provide for trademark owners to receive notification upon an attempt to register a top-level or second-level domain name that includes their trademark.  With the introduction of an unlimited number of new gTLD's, managing the increased volume of trademark infringements will become increasingly time-consuming.  A top-level rights mechanism would help trademark owners to manage the inevitable increase in infringement volume. 

We agree with the Commercial and Business Users Constituency that the TMC should allow inclusion of common-law rights and protected names and should broaden the match to include at least the protection offered by Dot Asia in sunrise.  The "TM Claims" service should be mandatory throughout the life of new gLTD registries.  

We also agree with the At-Large Advisory Committee rationale that:

"Brand owners want to be able to have clear right-of-first refusal to reduce opportunities for cyber-squatting and to reduce the need for URS and UDRP proceedings.  We believe that At-Large benefits from such legitimate registrations by reducing the opportunity for user confusion which results from cyber-squatters obtaining such names.  From the perspective of a non-sophisticated user, if they enter a name that CLEARLY maps to a known brand, it should not resolve to a pay-per-click page or someone offering a competing product or service."  

It is not just brand owners who stand to benefit from a strong "TM Claims" service; cyber-squatting has a negative impact on our customers and the general public as well.  A robust TMC is important to protect the rights of those who use the internet to purchase goods and services as well as those who market those goods and services.

Finally, it is particularly frustrating that the STI envisions having Trademark Holders bear the full cost of developing and operating the TMC.  We believe that ICANN and its registries and registrars stand to benefit most from the TMC and it is they who should pay for its development and operation.  If the service is to be fee-based with all fees paid by the Requestor, ICANN must ensure that it remains cost effective for trademark owners forced to address potential violations of their trademarks.

Uniform Rapid Suspension

IHG continues to support the Uniform Rapid Suspension (URS) process to address contractual compliance relating to ICANN.  Without the new URS system, consumers will increasingly become the victims of these abuses and will suffer loss of time and money. 

We are concerned, however, that the remedies proposed by the STI are insufficient to discourage cyber-squatting.  Specifically, we agree with the At-Large Advisory Committee that there must be a process for transfer of a domain name at end-of registration to reduce cyber-squatting and the resultant user confusion.  We also agree that there is no need to differentiate the URS from the URDP and that, ultimately, the two procedures are likely to be merged into a single procedure with multiple paths. 

As the Commercial and Business Users Constituency points out in its minority position, under the STI recommendations the cost of preparing and filing a URS is not likely to be significantly cheaper or faster than filing a UDRP.  What's more, the complainant would have to file a UDRP or court action anyway, in order to control the domain name.  Thus, there is little, if any, benefit to using RPM as proposed.  

While it is certainly preferable to litigation, the WIPO UDRP process is still too expensive and takes too long to rectify all the abuses we identify.   To be effective, the URS process must provide an effective and efficient process by which trademark holders protect themselves and their customers from cyber-squatting.

Conclusion

IHG appreciates the opportunity to present our comments with regard to the STI Work Team Recommendations.  We look forward to continued cooperation with the ICANN staff in the coming months to ensure that the proposed launch of new TLDs is carried out responsibly and in a way that does not compromise the confidence and trust of corporations, consumers and other users of the internet.

Respectfully submitted,
Ms. Roslyn Dickerson
Senior Vice President, Americas
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