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Dear Sirs

Lovells LLP Comments to the GNSO and ICANN on the Special Trademark Issues Review Team Recommendations
Lovells LLP is an international law firm with over 1800 legal staff worldwide and acts for numerous brand owners and Internet players.  We appreciate the opportunity to comment on the Recommendations issued by the Special Trademark Issues Review Team (the 'STI Recommendations') which focus on two proposals of the Implementation Recommendation Team ('IRT'): The Trademark Clearinghouse database and the Uniform Rapid Suspension System ('URS').

Lovells LLP recognises that there is an inherent uncertainty in shaping the new gTLD environment and issuing recommendations on crucial issues such as Rights Protection Mechanisms ('RPMs') which makes such an exercise a very complex one.

In view of this, we recognise and appreciate the considerable efforts made to seek to reach consensus and produce the STI Recommendations which in our view constitute an improvement on the ICANN staff October 2009 draft proposals on the Trademark Clearinghouse and the URS.  We strongly support both the URS and the Trademark Clearinghouse, being valuable tools to assist in the protection of IP rights.  However, we are concerned by the potential unravelling of the tapestry of solutions as proposed by the IRT which in itself was a heavily discussed consensus set of recommendations.  Of these IRT recommendations, only two were considered by the STI and whilst the Trademark Clearinghouse and URS are swinging back in the right direction in the STI Recommendations as opposed to the ICANN staff proposals, modifications are still necessary for brand owners to have the appropriate minimum level of protection.  The fact that the post-delegation dispute resolution procedure as included in DAG 3 has been critically amended and the Globally Protected Marks List ('GPML') dropped, means that overall we have serious doubts as to whether brand owners are sufficiently protected as things stand given the potential for a limitless number of new gTLDs.

We therefore reinstate our support of the IRT recommendations and would also like to submit the few comments below which we feel need to be included for the STI Recommendations to come up to the minimum level of protection necessary.

Lovells LLP welcomes a number of recommendations adopted by the Special Trademark Issues Review Team such as the unanimous consensus on the use by the Trademark Clearinghouse Service Providers of regional Marks Validation Service Providers ('VSP'), which are necessary to cater for the diversity of national and regional rules in terms of trademarks, whether registered or unregistered.  Equally, the mandatory nature of the Trademark Clearinghouse and URS which was lacking in the ICANN staff October 2009 draft proposal is crucial to ensuring their implementation and a fair playing field for all registry operators.

Our comments below follow the structure of the STI Recommendations, addressing the Trademark Clearinghouse on the one hand and the URS on the other hand.

1. The Trademark Clearinghouse
1.1 Trademarks registered in countries where there is no substantive review

According to point 4.1 of the STI Recommendations, the Trademark Clearinghouse database should be required to include nationally or multinationally registered word marks, from all jurisdictions including countries where there is no substantive review.  Points 5.1 and 5.2 of the STI Recommendations provide that new gTLDs registries should be required to use the Trademark Clearinghouse to support pre-launch RPMs that should, at a minimum, consist of a Trademark Claims Process or a Sunrise Process that meets the minimum standards and sunrise challenge grounds as specified in the IRT Report.  Unfortunately, the obligation for new gTLDs registries to include in a Sunrise or IP Claims Process trademarks from countries where there is no substantive review is optional.  We cannot see any proportionate justification for this exception which would be detrimental to countries where there is no such substantive review and trademark owners located in those countries.

There are other appropriate means of tackling bad faith trademark registrations, as provided for by the various national trademark legislations themselves and we think that giving new gTLD registries the option not to include such trademarks in a Sunrise or IP Claims Process would be disproportionately unfair to and discriminatory against particular countries and particular organisations within such countries.  It is for the national trademark registry in each county to decide how to accept registrations and not something that a registry operator or ICANN should interfere with.  We thus strongly recommend that the pre-launch use of the Trademark Clearinghouse be made mandatory for all trademarks including those registered in countries where there is no substantive review.  We also recommend that point 6.2 of the STI Recommendations be amended to extend the use of the Trademark Clearinghouse for pre-registration to include rights in jurisdictions where there is no substantive review of trademark registrations.

1.2 Common law trademark rights

The STI Recommendations do acknowledge these trademark rights to some extent as point 4.2 states that court validated common law marks should be included in the Trademark Clearinghouse Database.  Given the potential scale of the new gTLD environment, we recognise the difficulty of including common law trademark rights which have not been validated by a court as it would mean carrying out an often detailed and complex assessment.  However, the issue at stake is hugely important and we feel that the scope of the Trademark Clearinghouse should be broader than currently suggested by the STI Recommendations to include common law trademark rights especially where other types of intellectual property rights would not be included in the Trademark Clearinghouse database.  In this respect the use of local VSPs should facilitate the inclusion of such common law trademarks.

1.3 Figurative or design marks

In relation to point 4.1 of the STI Recommendations, while we recognise the complexity that would be associated with including figurative marks in the Trademark Clearinghouse, we believe that it is a necessary effort to make since many entities throughout the world will not have registered multiple variations of the mark they trade under but rather the one mark they use to carry out their business activities which will often be a logo featuring a figurative element.  As an example, we advised numerous clients on the launch of .EU in 2005 in order to ensure that they met the Sunrise period requirements.  Figurative or design marks were permitted, as per section 19 of the .EU Sunrise Rules, provided that  the sign exclusively contained a name, or the word element was predominant and could be clearly separated or distinguished from the device element.
In order to ensure a fair process and not to discriminate against such entities which might be either non for-profit organisations or small corporations for instance, we believe that it is essential to include in the Trademark Clearinghouse figurative marks which contain a text element that can be clearly identified and isolated.  This has been the case in numerous gTLD launches since, including .ASIA, .MOBI and .TEL.

1.4 'Identical Match'
According to point 4.3 of the STI Recommendations defining which strings would be reported to registries as matching a validated trademark, "no plural and no "marks contained" would qualify.

We are of the opinion that when a validated trademark is included in a string, the string should be considered as matching the validated trademark.  Most of the abusive registrations do not in fact relate to “exact” or “identical” matches and a perusal of WIPO decisions shows how prevalent such cybersquatting activity is.  We feel that it is very important to go beyond "identical match" and trademark holders should be able to make use of the Trademark Clearinghouse to do this.  For instance, any name that has been the subject of a UDRP or Court decision should be able to be included in the Trademark Clearinghouse - as it has already been the subject of an abusive registration.  Why should the trademark holder now have to worry about defensively registering or recuperating the same name in 500 new gTLDs? 

This is of course particularly true of trademarks which would qualify for inclusion in the GPML as recommended by the IRT.  These are often brands that are targetted time and time again.  We recommend that, at the very least, matching strings of trademarks which would qualify for inclusion in the GPML should include plurals and strings containing the exact mark.  As the GPML appears to no longer feature, which is obviously regrettable, we would alternatively recommend granting an extension of the scope of matching strings for instance oto trademark owners who can provide a court decision backing the fame of their trademark in at least one jurisdiction.

1.5 The issue of costs of operating the Trademark Clearinghouse
We think that ICANN, the Registries and Registrars should bear the costs of operating the Trademark Clearinghouse, or at least a major proportion thereof, as they are the main entities which will benefit financially from the new gTLD initiative as a whole.

1.6 Post launch use of the Trademark Clearinghouse
We are of the view that the IP Claims Notice as set out in the IRT report and named the TM Notice in the STI Recommendations, is an excellent means of providing notice to would be registrants not just during the Sunrise period but potentially post launch.  By putting an applicant on notice of existing trademark rights – whilst pointing out that there may still be use which is considered fair use in certain jurisdictions – would be of benefit to innocent or uninformed applicants, minimizing accidental infringement.  It would also serve to tackle cybersquatting as the registrant has been put on notice and thus will hopefully defer from registering if the intended use overlaps with those areas covered by the trademark.  Coupled with the URS it would assist in meeting the evidential barrier and ensure a more rapid decision against the cybersquatter.

2. The Uniform Rapid Suspension Procedure ('URS')
We support the URS.  Our main concern in respect of the URS is in relation to the type of remedies available to a successful URS complainant.  As they stand, the STI Recommendations do not allow for an option to request the transfer of a particular domain name and limit available remedies to the suspension of domain names for which a URS has been filed.

Whilst a suspension may in many instances be appropriate as many entities would not want to have to bear the burden of managing too many dormant domain names, we believe that some trademark owners for some domain names would like to have the option to obtain a transfer, not least because they do not wish to see the domain name(s) in question being dropped back into the pool and re-registered then used once again in an abusive manner.

As we cannot see any reason why the remedies available to a successful URS Complainant could not include the transfer of a disputed domain name, we recommend the introduction of this new remedy as an optional part of the URS.

The suggestion to put in place an appeal process is also something that we support in the interest of fairness.  Whilst there is no appeal per se in the UDRP, so one can argue that it is not necessary, given that the URS is designed to be quicker and cheaper, in the event of a miscarriage of justice the ability to appeal builds in an appropriate safeguard for such an administrative process.  The key issue is not allowing it to be used as a tool to game the system and delay transfer.  We take comfort in the STI Recommendation 8.2 that states that the domain name status is not affected by the fact that an appeal is made.  The URS itself needs to be a short and sharp process, it should not drift towards becoming an almost UDRP process as regards timelines and fees.  Thus, in regard to a potential appeal process, the fee for the appeal will of necessity be considerably higher given the extra consideration necessary, as in theory the fact that an appeal has been brought is an indication that the facts are potentially more complex and the issues not "clear cut".  Thus in our view, any appeal would need to have a fee at least on the level of that for a UDRP decision.  This would also then allay to an extent concerns regarding gaming the system by appeal as it should thwart manipulation of the URS by bad actors.  It will be interesting to see whether an appeal process is used if it is set up, it may prove a good measure of the success of the URS for cases of clear cut abuse, for which it is designed, and a decision to suspend should be fairly obvious and thus an appeal pointless.

Conclusion

In addition to the above comments on the Trademark Clearinghouse and URS, we note that the other IRT proposals have not been taken into consideration.  Given that it was the most requested solution in previous comments to previous versions of the Draft Applicant Guidebook, it is regrettable that the GPML was left aside as it would have helped avoiding thousands of defensive registrations, unnecessary court proceedings, UDRP proceedings and URS cases.  If it is not going to be taken forward then the use of the Trademark Clearinghouse post launch would seem eminently sensible.  Also the post-delegation dispute resolution procedure as included in DAG3 is at variance from the IRT version and needs reviewing.

We are of the view that with the modifications proposed here we have a mandatory minimum level of protection on the Trademark Clearinghouse and URS.  However, we remain of the view that new gTLD operators should be free to go above this minimum level of protection wherever appropriate.  Finally, given the inherent uncertainty in shaping the new gTLD environment and issuing recommendations, we think that there needs to be a review of the efficiency of the implementation and whether the systems are working as intended or hoped for.  We would suggest that this be carried out 12 months after the launch of the first new gTLD.  There will always be abuse in any system, it is to be expected.  All we can do in working together is to ensure that it is minimized.

The goal of us all is for technically feasible, fair and affordable solutions applicable globally to allow new gTLDs to flourish and protect consumers, not turn into havens for consumer abuse.

Yours faithfully,
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David Taylor

Partner, Intellectual Property, Media and Technology and head of Lovells Domain Name Law Practice.
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