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FÉDÉRATION INTERNATIONALE DES CONSEILS EN PROPRIÉTÉ INDUSTRIELLE

FICPI, the International Federation of Intellectual Property Attorneys, broadly representative of the profession in private practice in more than seventy countries, and active for almost 100 years, thanks ICANN for the opportunity to present comments for consideration.  We believe that ICANN’s strategic priority of effecting bottom-up consensus and stakeholder representation has been well met by permitting FICPI and other organizations to offer opinions and suggestions.

In response to ICANN’s call for comment in respect of the proposed Strategic Plan, a number of FICPI members involved in active representation of both trade-mark and of domain name owners in countries around the world, including Argentina, Brazil, Canada, Germany, Ireland, Norway, South Africa, Sweden and the United States, considered the ICANN core values and future objectives identified in the Strategic Plan.   The conclusion reached was that the Strategic Plan offers a sound basis for moving forward.  We would, however, ask that consideration be given to the following suggestions and comments.

By far the issue of paramount concern which fails to be adequately addressed is the accuracy of Whois data.  Recognizing that in publishing a report on the implementation of the ICANN Whois Data Reminder Policy ICANN has assisted trademark owners in gaining insight into operational efficacy of the process, we are nonetheless of the view that more practical initiatives must be undertaken to ensure access to accurate information across all domains including cctlds.  

In formalizing relationships with cctld managers we urge ICANN to encourage the development of policies and procedures which render available accurate ownership and contact information.  While there has to be a fair balance between efficient domain name registration procedures and accuracy of information, it is all too easy to obscure ownership identity and contact information necessary to determine responsibility for and to act upon non-legitimate use of a domain name and associated website.  Some Whois databases are currently functioning well but many others are highly unreliable with no procedure available to assist in ascertaining the true identity behind a domain name.

While we recognize privacy concerns involving access to ownership information, non-bulk inquiries should meet with accurate information in all cases.   The Internet is a public forum and legitimate businesses accept the need to provide accurate information in order that they may be contacted when necessary.  The “privacy” concern is too often used as a cover for illegal and fraudulent undertakings.  Privacy concerns can be met by ensuring that when privacy is of critical importance only justifiable requests are acted upon.

One of the primary reasons why accurate Whois information is essential is to effect legal service on a domain name owner.  We suggest that there are ways to ensure service is possible in spite of inaccurate contact information.  Recognizing that domain names are “a right” carrying with them some “responsibility”, we would encourage ICANN to consider, for example, a policy whereby service on an “official” body such as ICANN is possible in instances wherein contact information is clearly inaccurate rendering service on the domain name owner impossible.  The official body could maintain a database of these communications with publication of the information deemed the legal equivalent to actual receipt by the domain name holder.  

We also advocate a system whereby failure to provide accurate information results in suspension and subsequent loss of the domain name in question.  If such consequences were possible we believe that the problem of inaccurate, outdated or non-functional contact information would disappear.  Such a policy would ideally be applicable across all top level domains including cctlds.

Regardless of what method is used to ensure businesses and trademark owners are able to determine the identity and location of an entity behind a domain name, we support and encourage ICANN efforts to implement compliance programs to ensure the necessary standards of performance are met by registries and registrars. Rules or contractual obligations are not useful unless they are enforceable and enforced.

The second issue of interest to the stakeholder group consisting of trademark owners, who are of course businesses many of whom rely extensively and increasingly on the Internet, is that of Dispute Resolution.  The current UDRP generally functions well in meeting the needs of domain name holders and trademark owners.  It must be recognized that those two groups are not mutually exclusive but that trademark owners and domain name holders are very often one and the same.  FICPI members are responsible for representation of both groups.   However, we are of the view that cautious and minor changes that do not erode the fundamental premises and compromises upon which the UDRP was based should now be considered.  We also advocate all means through which cctld dispute resolution mechanisms based on those same fundamentals are implemented and compliance assured.

With respect to the current UDRP we believe it is time to consider very minor changes to the “bad faith” requirement which would allow challenges to succeed in instances wherein there has been either use or registration in bad faith.  This would improve the fairness of the current requirement for use and registration in bad faith.  Further means of enhancing fairness would be to ensure that protections for due process of law exist to a greater extent and to ensure that evidentiary requirements are more explicit.

We do not advocate, as we have advised ICANN previously, expansion of the UDRP to include non-trademark identifiers.  Any changes to the UDRP must remain consistent with the fundamental principles upon which the UDRP was based.  Applying the procedure to identifiers that do not enjoy uniform legal protection across most or all countries and removing the right to bring action in national courts would be completely inconsistent with UDRP principles.

We applaud ICANN’s proposals to ensure enhanced bottom-up consensus reaching and stakeholder representation through improved communication.  We support efforts to better organize the ICANN website and to improve content especially relating to domain name dispute material and Whois information.  We would very much like to see the ICANN site as the central location for all relevant information as currently a patchwork of information exists.

With respect to the proposed organizational framework we agree that adequate staffing is essential to ensure that ICANN strategic priorities are met.  ICANN has to date achieved success with a minimum of staff and we are hopeful that an increase will result in the ability to effect changes of the sort planned for the future and those identified above.  One ICANN specified initiative we would like to see expanded is the Ombudsman program.  We believe it would meet the needs of stakeholders were this office to be divided into specific topic areas so as to ensure appropriate expertise of staff.  We advocate the use of mediation where possible and would like to know more about the mediation tools to be utilized by this office.

As always we thank ICANN for permitting us to express our views and those of the business and other trademark owners FICPI members represent.

Coleen Morrison

Chairman Group 1 
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