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January 15, 2013
JOSHUA J. BURKE
Senior Counsel, Trademarks
Telephone 763.764.5524
Facsimile   763.764.2268

E-mail:  josh.burke@genmills.com

Via Electronic Mail

Ms. Karen Lentz

Director, Operations & Policy Research

Internet Corporation for Assigned Names and Numbers

12025 Waterfront Drive, Suite 300

Los Angeles, California 90094-2536, USA

tmch-strawman@icann.org 

Re:
General Mills Comments on Trademark Clearinghouse “Strawman Solution” and Limited Preventative Registrations Proposal
Dear Ms. Lentz:

We appreciate the opportunity to provide our comments on the Trademark Clearinghouse (TMCH) “Strawman” proposal and the limited preventative registration (LPR) proposal.

Since the 1880s, General Mills has been a household name, feeding people all over the globe.  Headquartered in Minneapolis, General Mills is known for its quality goods and, as we state in our mission statement, for “nourishing lives.”  As a leading international producer of packaged foods, General Mills owns several of the world’s best-known brands, including Betty Crocker, Cheerios, Haagen-Dazs, Green Giant, Lucky Charms, Old El Paso and Pillsbury.  Today, General Mills (through its corporate affiliates) owns scores of nationally and internationally famous consumer brands, and owns thousands of registrations for these trademarks across the globe.  As a quintessential consumer goods company, we are deeply concerned about the potential for consumer harm in the new gTLD spaces resulting from bad actors being easily able to register and abuse domains, as well as the inadequate rights protection mechanisms.  The protections currently slated to be provided will do little to stem the likelihood of trademark abuse and will result in vastly increased costs to police the expanded Internet.
In short, we do not believe that the current rights protection mechanisms provide adequate tools, or that they place the financial burden of infringement where it should be: on the infringers. A “loser pays” model for the UDRP/URS would be more appropriate than lumping additional costs onto brand owners who are trying to provide innovative and high-quality products for consumers.
As a result, we believe that the “Strawman” and LPR proposals are steps in the right direction and should be implemented.  General Mills believes that an additional 30-day notice requirement in advance of each new sunrise period is important to permit brand owners to make calculated and cost-aware decisions about trademark management.  We also support the other features of the Strawman, including the extension of the trademark claims service from 60 to 90 days, the addition of 6-12-month “secondary” claims service, and the expansion of the primary and secondary trademark claims services to cover 50 additional domain names which have been previously, abusively registered or used.  

We do so, however, with some reservations.  While General Mills welcomes the additional 30-day notice period, we do not believe it addresses the more important need to minimize the cost and maximize the efficiency of defensive registrations.  Consistent with the goals of protecting consumers and brand owners, we believe that the TMCH and claims service should run indefinitely.  It is unclear why one would establish a cost-effective means of deterring infringement, such as the secondary claims service, and then limit this protection to 6-12 months.  Potential abusers are not going to limit their efforts to the first 6-12 months that a new domain is active.  Further, this service comes at an additional cost to brand owners, yet is only temporary.  This limitation falls short of providing the best benefit to consumers or brand owners.
That said, we do believe this is an improvement, and strongly support ICANN’s ongoing efforts to improve the RPMs for this round, as well as setting the groundwork for further improvement in potential future rounds of new gTLD expansion.
With regard to the last element of the Strawman – expanding the scope of the trademark claims services to cover the 50 additional domain names – we are again in support.  Again, however, we wish to emphasize that additional improvements could be made to streamline the process and reduce the burden on mark holders.  The requirement to show that the mark has already been abused should be lifted or modified; brand owners should be able to protect the most profitable registrations – those that reflect new product innovations being brought to market that have not yet been infringed upon, but undoubtedly will be.  
The backward-looking nature of this provision fails to account for the fact that in many cases the “infringement value” of registering a previously abused mark is likely minimal.  Mark owners would be better served, for example, by permitting them to protect 25 abused domains and 25 domains that have not been abused previously, but which contain an exact match of a registered mark.  Further, giving notice to a mark holder that participates in the TMCH of a registration that contains an exact match as part of the second-level domain (e.g., generalmillscereals.TLD), whether or not the domain has already been abused, would serve the important purpose of alerting the mark holder to the need to take action, where appropriate, to protect their rights and interests.  As a brand owner, this notice would be valuable to us – even if the registry is not blocking the registration because it is only blocking “exact matches” – as it would enable us to lower our costs of monitoring for second-level domain infringement.  

At bottom, though, it is important that this element of the Strawman be included in the TMCH, regardless of whether it is ultimately deemed policy or implementation.
As for the LPR, this would address defensive second-level registrations by allowing mark holders to pay a reasonable fee in exchange for a 5-year second-level inactive registration across all new gTLD registries.
In light of the 1,917 new gTLD applications currently pending, some mechanism is needed to prevent abusive second-level registration across multiple new gTLDs for one reasonable price.  Accordingly, General Mills believes implementation of this proposal prior to the launch of any new gTLDs is imperative as an acceptable alternative to unwanted, defensively-held domain name portfolios.  The proposal is not a true “blocking mechanism”; co-existing rights holders and otherwise legitimate third-party users will have an advance opportunity to register strings based on registry eligibility criteria, sunrise phases for community members, and trademark sunrise periods.  The proposal is limited to exact matches of marks that are eligible for sunrise registration – marks that General Mills can already register individually in all eligible gTLDs, but in a much less efficient manner, and at a much higher cost.  Otherwise, for a company like General Mills with a portfolio of dozens of brands, protecting these brands across a thousand new gTLDs, even for a nominal fee, would cost millions of dollars.  This would do nothing to enhance consumer experience or online commerce, and is purely a windfall for the new gTLD owners.
Conclusion
General Mills is sensitive to the need to protect consumers and brand owners, as well as to the challenges facing ICANN in finding the proper balance between the multiple stakeholders’ rights and responsibilities.  We believe that the Strawman and LPR are both worthwhile enhancements to the current RPMs, will better enable brand owners to protect their investments in their marks, and will, correspondingly, allow brands to protect consumers from illicit uses of the Internet.  
Thank you again for the opportunity to comment on these proposals and the extremely important issue of rights protection mechanisms in the new gTLD program.  We look forward to the adoption of these proposals in this new gTLD round.








Sincerely,









Joshua J. Burke
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